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I. INTRODUCTION

Increasingly, arbitration is chosen as a means of objective, amicable and final

adjudication of commercial disputes, especially those which involve international
boundaries.' Similarly, intellectual property is a dynamic field of law with ramifications that commonly involve more than onejurisdiction.2 Thus, the emergence
of arbitration of intellectual property matters is a study which merits serious

consideration
The United States and other western nations exhibit frustration with the cur-

rent methods of enforcement and protection of intellectual property! The international protection of intellectual properties is governed by laws of individual
countries, which are generally formulated under numerous multilateral and
bilateral treaties among and between the participant countries.5 Although many
countries have intellectual property laws or anti-counterfeiting codes, international trademark attorneys have used these local laws with mixed success 6

I.
Bryan Niblett, Intellectual Property Disputes: Arbitrating the Creative, 50 DIsP. RESOL. J. 64
(1995). See also Henry P. DeVries, International Commercial Arbitration: A ContractualSubstitute for
NationalCourts,57 Tot. L. REV. 42,45 (1982) (claiming that international commercial arbitration has kept
pace with the massive growth of world trade and foreign investment following World War ID. The emergence
of socialist states and of newly independent developing countries following World War n led to the tremendous
increase in state trading and participation by foreign governments in economic development agreements. Id.
at 45-46. For example, U.S. trade grew from $12 billion in 1950 to nearly $214 billion in 1980. Id. at 46 n.15.
Niblett, supra note I, at 64. The international protection of intellectual properties is governed by
2.
the laws of individual countries, which are generally formulated under numerous multilateral and bilateral
treaties among and between the participants. See Margaret A. Boulware et al., An Overview of Intellectual
PropertyRights Abroad, 16 Hous. J. INT'L L. 441,443 (1994).
3.
Niblett, supra note 1, at 64. See also Arpad Bogsch, Preface,WORLDWIDE F. ON THE ARn. OF
INTELL. PROP. DISp., WIPO Publication No. 728(E), 1 (1994) (explaining that both intellectual property and
arbitration have in recent years experienced a growth of activity and have come to occupy increasingly
prominent positions in national and international commerce).
4. Michael L. Doane, TRIPS and International Intellectual Property Protection in an Age of
Advancing Technology, 9 AM. UJ. INT'L L. & POL'Y 465,466 (1994). See Report to the United States Trade
Representative, Foreign Protection of Intellectual Property Rights and the Effect on U.S. Industry and Trade,
USITC Pub. 2065 (1988) (studying the economic effects of inadequate international protection of intellectual
property and concluding that the sales of infringing goods may represent an average profit of ten percent).
Boulware, supra note 2, at 443. The significant treaties for the United States include: (1) Paris
5.
Convention for the Protection of Industrial Property, 21 U.S.T. 1583; (2) Patent Cooperation Treaty, U.N.T.S.
305; (3) Berne Convention for the Protection of Literary and Artistic Works, 102 Stat. 2853, 828 U.N.T.S. 121;
and (4) Universal Copyright Convention, 25 U.S.T. 1341, 943 U.N.T.S. 178. Boulware, supranote 2, at 444,
n.l.
ClarkW. Lackert, InternationalEffortsAgainst TrademarkCounterfeiting, 1988 COLUM. BUs. L.
6.
REV. 161, 162. See, eg., Brazil's Industrial Property Code (law 5722 of Dec. 21, 1971; Decree Law No. 7980
of Aug. 27, 1945); West Germany's Trademark Law of Jan. 2, 1968, as amended by Law of Dec. 11, 1985;
United State's Trademark Act of 1946, 15 U.S.C. § 1051; id. at nn.3, 6. See also United State's Trademark
Counterfeiting Act of 1984, 15 U.S.C. §§ 1116-18, 18 U.S.C. § 2320 (1984). Id. at n.4. U.S. law defines a
counterfeit mark as a spurious mark that is used in connection with trafficking in goods or services; that is
identical with, or substantially indistinguishable from, a mark registered on the principal register in the U.S.
Patent and Trademark Office in use, whether or not the defendant knew such mark was registered; and the use
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Problems of national sovereignty make prosecution and resolution of transnational claims more difficult than domestic infringement cases! Pirate industries8 have developed in newly industrialized countries and developing countries,
often under tacit approval of the local government ? This piracy has induced
adversely affected nations to seek and create more effective dispute resolution

mechanisms in the intellectual property realm.' In response to worldwide concem, both the General Agreement and Trade and Tariffs (GATI)" and the World
Intellectual Property Organization (WIPO) created their own dispute resolution

mechanisms to handle intellectual property disputes. 2
Although a party may ultimately choose among several dispute resolution
mechanisms, arguably arbitration is the most adept mechanism to resolve an
international intellectual property dispute.' 3 The U.S. Supreme Court has over the
past decade shown a willingness to uphold the validity of a binding arbitration
agreement, as evidenced in the Mitsubishi Motor Corp. v. Soler Chrysler-

of which is likely to cause confusion, to cause mistake, or to deceive. Id.
7. Lackert, supra note 6,at 162 (stating that the local laws in developing nations are often poorly
enforced because of lack of resources or neglect by local authorities, and the current success at counterfeiting
in these nations is attributable partially to confusion among legal professionals, law enforcement agencies and
local government officials). Id.
8. The term "piracy" has no settled meaning in international law but is used broadly to connote
intentional and systemic misappropriation of intellectual property. See Marshall A. Leaffer, ProtectingUnited
States IntellectualPropertyAbroad: Toward a New Multilateralism,76 IOwA L. REV. 273, 274 n.5 (1991).
9. Frank J.Garcia, Protection of Intellectual PropertyRights in the North American Free Trade
Agreement: A Successful Case of Regional TradeRegulation, 8 AM. U.J. INT'L L. & POL'Y 817,819 (1993).
Certain lesser developed countries see little to gain from vigorously protecting intellectual property licenses
from the West. See Leaffer, supra note 8, at 275. The developing world needs maximum access to Western
intellectual goods for its development and views stringent standards of protection as debilitating. Id. See infra
note 164 and accompanying text (defining "Western"); see also infra note 51 and accompanying text (detailing
a few of the most prominent countries recognized for their pirating activity).
10. Doane, supranote 4, at 474. The governments and businesses of the United States, Japan and the
European Community submitted proposals for basic objectives and specific requirements for a TRIPS
agreement. rd. See Harvey I. Winter, Endnote, The Role of the United States Government in Improving
InternationalIntellectual PropertyProtection,2 . L. & TEcH. 325, 325 (1987) (explaining that a pirated
product copied in a foreign nation not only reduces the market for the U.S. exporter in that nation, but also
finds its way into developing markets and even the U.S. market).
11. General Agreement on Tariffs and Trade, Oct. 30, 1947, T.I.A.S. No. 1700.55 U.N.T.S. 187.
12. See Bal Gopal Das,IntellectualPropertyDispute, GAT, WIPO: of Playingby the Game Rules &
Rules of the Game, 35 J.L. & TECH. 149, 159 (1994). See infra notes 104-39 and accompanying text
(describing dispute resolution mechanisms under GATI and W1PO).
13. See infra notes 85-103 and accompanying text (discussing benefits of arbitration as a method to
resolve intellectual property disputes); but see infra notes 252-57 and accompanying text (addressing potential
arbitrability issues that may frustrate an attempt to arbitrate an intellectual property dispute).
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Plymouth decision.'4 Similarly, the U.S. Congress enacted the Federal Arbitration
Act in 1947 providing a federal policy favoring arbitration agreements' 5

For parties whose nation is a signatory to the New York Convention on the
Recognition and Enforcement of Foreign Arbitral Awards (New York Con-

vention),16 this multilateral international treaty provides signatory nations uniform
guidelines for enforcement of foreign arbitral awards with the goal of ensuring

enforceability. 17 As of 1995, approximately ninety-five signatory nations, including the United States, had joined the New York Convention, including almost

all of the major trading nations of the world.'8 Additionally, the United States is
party to a number of bilateral friendship, commerce, and navigation treaties which
include provisions that enforcement of arbitral awards will not be refused merely
because the arbitration took place abroad or because of the differing nationalities
of the arbitrators. 9 However, there is no international treaty with widespread
participation that requires foreign monetary judgments be recognized.20

14. Mitsubishi Motor Corp. v. Soler Chrysler-Plymouth, Inc., 473 U.S. 614 (1985). The strong
presumption in favor of freely negotiated contractual choice-of-forum provisions is reinforced here by the
federal policy in favor of arbitral dispute resolution, a policy that applies with special force in the field of
international commerce. Id.
at 631. In Mitsubishi, the Court compelled arbitration under Swiss law based on
the federal policy in favor of arbitral dispute resolution, especially in cases involving international commerce.
See Michael F. HoeUering, InternationalArbitrationUnder U.S. Law andAAA Rules, 50 DisP. RESOL. J.25,
28 (1995) [hereinafter Hoellering 1].
15. See United States Arbitration Act § 2,9 U.S.C. § 1-208 (1995) (declaring Congress' liberal federal
policy favoring arbitration agreements, notwithstanding any state substantive or procedural policies to the
contrary, unless the agreement to arbitrate is not part of a contract evidencing interstate commerce or is
revocable upon such grounds as exist at law or in equity for the revocation of any contract).
16. Convention on the Recognition and Enfrcement of Foreign Arbitral Awards, June 10, 1958, 21
U.S.T. 2517,330 U.N.T.S. 38 [hereinafter New York Convention].
17. Art. I of the New York Convention provides in part:'7Whis Convention shall apply to the recognition
and enforcement of arbitral awards made in the territory of a State other than the State where the recognition
and enforcement of such awards are sought,.. " Id. at 2519, 330 U.N.T.S. at 38. The United States ratified
the New York Convention in 1970. 9 U.S.C. § 201 (1995). Under the New York Convention, the opposing
party has the burden of proving a foreign arbitral award is not enforceable. Sean J.Cleary, Comment, Inter.
nationalArbitration:ForeignArbitralAwards, 17 SuFFoLK TRASNAT'L L. REv. 566,572 (1994).
18.

See MtLoJ.BOwMAN&DAvIDJ.HARRis, MULTILAi7ERALTRA'IES: INDEX AND CURRENT STATUS

1958 (1lth Cumulative Supp. 1995). A list ofa few of the trading nations other than the United States which
are signatories to the New York Convention include: Canada, China, Argentina, Costa Rica, Estonia, Haiti,
Panama, Malaysia, Turkey, Uganda, Peru, Saudi Arabia, Singapore, New Zealand, Austria, Switzerland. Id.
Richard J.Graving, The InternationalCommercialArbitrationInstitutions:How Good a Job A re They Doing?,
4 AM. U. . INT'L L. & PoL'Y 319.326 (1989).
19. DeVries, supra note 1, at 56. The United States has entered into such treaties with Belgium,
Denmark, France, Federal Republic of Germany, Greece, Iran, Ireland, Israel, Italy, Japan, Korea, Luxembourg,
Netherlands, Nicaragua, Pakistan, Thailand, and Togo. Id.
20. See Markham Ball, Just Do It-Draftingthe Arbitration Clause in an InternationalAgreement, 10
1. INr'LAIuR. 29,31 (1993). Unless there is atreaty, recognition ofjudgments depends on principles of comity,
a matter of national law. Id. Under the prevailing view of comity, a court where enforcement is sought will
recognize ajudgment of a foreign court fairly rendered in a matter within the foreign court's jurisdiction. Id.
But the rules are not as clear as under the New York Convention, and may vary from nation to nation. Id.
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This comment analyzes the use and application of the WIPe Arbitration
Rules to settle intellectual property disputes.21 Part I discusses the problems
involved with the existing dispute resolution mechanisms available for resolving

intellectual property matters.' explores the history of WIPO, and explains why
WIPO created the Arbitration Rules.? Part III compares WIPe with other arbitral

institutions and methods and discusses the reasons and justifications for
arbitrating under WIPOs Arbitration Rules, 24 while exploring social and political

reasons why intellectual property dispute resolution may be preferable under the
auspices of WIPO.25 Finally, Part IV concludes by mentioning potential
arbitrability issues a private party may encounter upon arbitrating a dispute with
a nation or its instrumentality, as opposed to another private party, and discussing
the advantages of certain arbitration provisions a party may select to provide

enhanced flexibility of the arbitration proceedings.6
II. HISTORY OF THE WORLD INTELLECTUAL PROPERTY ORGANIZATION AND

REASONS FOR ITS CREATION OF THE ARBITRATION RULES

A. Problems ThatArise When Trying to Resolve IntellectualPropertyDisputes UnderExisting Methods
1.

Various Types of IntellectualProperty

In most industrial nations today, inventors and developers of a broad range
of intellectual property maintain exclusive rights to use that property for a given
period of time2 Literary, musical, artistic and computer software works receive

21. See infranotes 85-103 and accompanying text (detailing reasons why arbitration is preferable to
litigation for resolving an international intellectual property dispute).
22. See infra notes 134-37 and accompanying text (describing the existing problems of dispute
resolution of intellectual property under GATI).
23. See infra notes 112-24 and accompanying text (describing the perceived ineffectiveness of dispute
resolution of intellectual property matters under WIPO prior to its adoption of the Arbitration Rules).
24. See infra notes 230-43 and accompanying text (detailing benefits of institutional arbitration under

WIPO).
25. See infra notes 136-38 and accompanying text (describing developing countries preference for
WIPe for resolution of intellectual property disputes).
26. See infra notes 252-69 and accompanying text (discussing arbitrability issues and both lex

mercatoriaand amiable composition).
27. INTELLEcrUAL PROPERTY RIGHTS: GLOBAL CONSENSUS, GLOBAL CONFLICT? I (R. Michael
Gadbaw et a]. eds., Westview Press, Inc. 1988) [hereinafter GLOBAL CONSENSUS]. The duration of protection
for patents and copyrights varies upon the nation and the precise variety of intellectual property involved;
generally, however, patents are protected for 20 years, and copyrights are protected for at least 50 years from
the time the work is published or made. Boulware, supra note 2, at 447-55. Trade secret protection only exists
when the invention is a formula or production process because once the product is sold the protection ceases.
Id. at 453-54. Trademark law prohibits product imitators from selling their goods as those of another and so
it may provide unlimited protection. See Leaffer, supranote 8, at 273.

The TransnationalLawyer/Vol. 9

protection under national copyright laws. Most copyright protection is determined under the domestic laws of various nations rather than by treaty.29 A patent

is a statutory right granted to an inventor or the inventor's assignee by a national
government to exclude other individuals from misappropriating the invention
disclosed and claimed in the patent specification?3 Patent and other intellectual

property protection is essentially territorial and obtaining a patent in the United
States does not provide patent protection in other countries. 3' New inventions are
protected by patent laws, or if they are considered too sensitive to patent, by trade

secret laws.32 While there is no single definition for "trade secret," it is universally
agreed that the subject matter of a trade secret must retain some degree of
secrecy.3 3 On the other hand, trademark law protects special designs and names
used by companies to identify and distinguish their products."

28. Id The law of copyright protects original works of authorship including: literary works (including
computer programs); musical works; dramatic works; pantomimes and choreographic works; pictorial, graphic
and sculptural works; sound recordings; and three-dimensional works of architecture. See John M. Richardson,
USA: An Overview ofIntellectualPropertyLaw, EuROMONEY SuPP., May 8, 1991, at 89.
29. Boulware, supra note 2, at 454. However, the minimum duration of copyright protection is
determined by treaty. Id. at 456.
30. Boulware, supra note 2, at 446. Patent law provides a limited monopoly for new and inventive
products and processes. Leaffer, supranote 8, at 279. For example, the United States issues three types of
patents: (1) utility patents protecting the novel and unobvious functional aspects of useful articles, processes,
orcompositions of matterfora period of seventeen years from the date of issuance; (2) plant patents protecting
iiovel and unobvious asexually reproduced plants for a period of seventeen years from the date of issuance;
and (3) design patents protecting the novel and unobvious, aesthetic or ornamental features of artilles of
manufacture for a period of fourteen years from the date of issuance. Boulware, supra note 2, at 447 n.16.
Under the Paris Convention, member countries are not required to implement each different type of patent;
however, each country is required to have some form of patent protection. d at 449.
31. 1& at 459. Obtaining significant international protection necessitates a great deal of effort because
an application for patent must be filed in each country in which patent protection is desired. Id.
32. GLOBAL CONSENSUS, supra note 27, at 1.Trade secrets are proprietary technical information used
in industry and commerce. Garcia, supranote 9, at 817 n.2. In the U.S., trade secrets are protected under state
law. See also Leaffer, supra note 8, at 273 n.4. Unlike other intellectual property protection, a patent is more
difficult to obtain because the invention must not only be new and original, but it must also be an improvement
over the prior art such that one with ordinary skill in that art could not consider the invention obvious. Id. at
279 n.31.
33. See Boulware, supranote 2, at 451 (claiming that there is no universal definition for trade secret
nationally or internationally). Generally, a trade secret can be any information not commonly known in the
relevant industry that is used in connection with a business to obtain a competitive advantage and the
information is secret. identifiable and not readily ascertainable. MdIn the United States, the definition of a trade
secret found in the Restatement of Torts § 757 is any formula, pattern, device or compilation of information
which is used in one's business, and which gives him or her an opportunity to obtain an advantage over
competitors who do not know or use it. Kewanee Oil Co. v. Bicron Corp. et al, 416 U.S. 470, 474 (1974). It
may be a formula for a chemical compound, a process of manufacturing, treating or preserving materials, a
pattern for a machine or other device, or a list of customers. Id.
34. GLOBAL CONSENSUS, supra note 27, at 1.Trademark law protects words, names, symbols, and
devices that distinguish goods and services from other, similar goods and services. See Leaffer, supranote 8,
at 279 n.30. Trademark law prohibits product imitators from selling their goods as those of another. Id. at 273.
In the United States, trademark rights are acquired upon use of the mark; in many other countries such rights
are established by registration. Id. at 279. Also, a few countries protect semiconductor designs. Id. See, e.g.,
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2. The Piracyof Intellectual Property

The incidence of international intellectual piracy 5 has increased exponentially in the past decade? The territorial nature of intellectual property
protection may produce interesting international disputes based on the rights
protected in one nation, but not in another. 7 Notwithstanding the numerous
treaties and bilateral agreements relating to intellectual property protection, there
is no single definition that uniformly or universally characterizes intellectual pro-

perty in all nations.3 8 Additionally, nations are not required to protect specific
types of intellectual property at equal levels.3 9 The basic international norm for
intellectual property protections is the national treatment test.0 Under this test, all

intellectual property rights held by nationals and foreigners are required to be
treated alike.4 Therefore, the level of protection a foreigner receives and is pro-

vided under the national law of one nation potentially may be lower than

Semiconductor Chip Act of 1984, 17 U.S.C. §§ 901-914(1995).
35. Piracy is defimed as unauthorized and uncompensated reproduction oruse ofsomeone else's creative
intellectual achievement. Tara Kalagher Giunta & Lily H. Shang, Ownership of Information in a Global
Economy, 27 GW . INT'L L. & ECON. 327,328 n.9 (1993-1994). Counterfeiting is a similar illegal practice,
defined as the making of a copy without authority and with the intention to deceive or defraud by passing a
copy as original or genuine. Meredith A. Harper, InternationalProtectionofIntellectualPropertyRights in
the 1990s: Will Trade Barriersand PiratingPracticesin the Audiovisual Industry Continue?, 25 CAL. W.
IN'L LJ. 153, 155 (1994).

36. See Leaffer, supra note 8,at 280 (stating that this trend will continue because reproductive
technologies have improved, becoming cost efficient and the gap between the creation and reproduction costs
has expanded).
37. See supranotes 5-9 and accompanying text (describing territorial nature of intellectual property
rights). See also Giunta & Shang, supra note 35, at 332 (declaring that differing legal systems further
complicate protection of intellectual property rights). A reasonable standard in one country may not be
similarly viewed in another. Id.
38. See 3.Davidson Frame, National Commitment to IntellectualPropertyProtection:An Empirical
Investigation,23. L. & TECH.209,210 (1987) (claiming that at the intemationai level, nations have different
levels of commitment to protection of intellectual property rights). Whether a country follows case law, as
opposed to civil law may determine the type of legal standard that a country will apply to intellectual property.
Giunta & Shang, supranote 35,at 332. In the United States where case law is followed, there is more litigation
than any other country which allows the constant interpretation of case law. rd.
39. The industrialized nations have long maintained a strong commitment to intellectual property
regimes while the developing and socialist nations have historically had weaker protection; although, more
recently these developing nations have recognized the importance ofstronger intellectual property laws. Frame,
supra note 38, at 210.
40. Monique L. Cordray, GATT v. WIPO, J.PAT. & TRADEWARK OFF. SOc'Y 121, 125 (1994). In
general, the TRIPS agreement contains proposals for several basic requirements, including the development
ofsubstantative standards, a strengthened dispute resolution system and obligations such as national treatment
to any intellectual property regime. See Doane, supranote 4, at 474.
41. For example, TRIPS provides for both national treatment and detailed rules requiring minimum
standards of protection of intellectual property. Id.
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normally provided for by other countries.2 In view of the discussion of the
procedures available to protect intellectual property, the piracy of intellectual

property can be a complex issue to resolve.43 Viewed from a developed market
economy, which are the nations benefitting from and instigating greater intel-

lectual property protection, the incidence of intellectual property piracy is defined
broadly to encompass individuals or nations who legitimately do not agree that
they are engaging in such activity because their domestic laws do not recognize
or protect the victim's property rights." The author alleges that divergent
definitions of intellectual property can lead to allegations of piracy and counter
charges of abuse of power by affected nations.4 s In light of such differing

ideological, cultural and definitional issues complicating the piracy problem, such
would indicate that no simple solutions exist.6 Unrestrained piracy limits the
ability of intellectual property owners to obtain monetary returns on their investments of time and resources in developing trademarked products, patented
innovations, and copyrighted works.4 In 1986, the International Trade Commission (ITC) conducted a study to assess the effect on the U.S. economy of
inadequate intellectual property protection abroad4 The 193 U.S. companies that
responded to the ITC questionnaire estimated their worldwide losses as a result

42. In contrast to developed nations, many lesser developed nations exhibit a lack of regard for intellectual property rights. Frame, supranote 38, at 210. While changes in trade and technology have occurred,
the developing and developed nations adopted diverging attitudes toward intellectual property protection. See
Giunta & Shange supranote 35, at 330.
43. See inftranotes 81-84 and accompanying text (discussing the frustration the United States has with
existing intellectual property protection and unilateral actions it has taken to resolve such complex matters).
44. See infra notes 56-59 and accompanying text (detailing economic reasons why developing countries
do not provide protection for intellectual property in their domestic laws).
45. The author deduces such a conclusion from reading the above articles on the nature of the piracy
problem and the problems eradicating and minimizing such claims.
46. See infra notes 51-66 and accompanying text (explaining different reasons why developing nations
do not recognize or protect intellectual property in their domestic laws).
47. Leaffer, supra note 8, at 288.
48. See Cordray, supra note 40, at 138. The highest losses were attributed to inadequate intellectual
property protection in Taiwan (US$533 million), Korea (US$496 million), Brazil (US$426 million), China
(US$420 million and Canada (US$367 million). Id. In 1983, the 1TC conducted a similar study to investigate
the effects of foreign product counterfeiting on U.S. industry. U.S. International Trade Commission, The
Effects of Foreign Product Counterfeiling on U.S. Industry, 82 PAT. & TRADEMARK REv. 339 (1984). The
objectives of the investigation were to identify those product sectors in which U.S. industry faces competition
from foreign counterfeited products, either in the United States or abroad, to assess the impact such counterfeiting has had on these industries on U.S. exports, to identify the primary country sources of counterfeiting,
to inventory the methods U.S. firms are using to counteract counterfeiting and their recommendations for
government action, and to compile an inventory of U.S. and foreign laws and international agreements
encompassing counterfeiting, including the avenues of relief available. Id. One of the conclusions of the
investigation was that in 1982 an estimated US$6 billion to US$8 billion of total domestic and export sales
were lost by U.S. industry due to foreign product counterfeiting, and copyright and patent infringement. Id.
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of inadequate intellectual property protection in 1986 at $23.8 billion.49 However,
according to the ITC study, overall estimated losses to all U.S. industries in 1986

from inadequate foreign protection of intellectual property rights ranged from $43
billion to $61 billionO
A few of the most prominent developing countries known for pirating
developed countries' intellectual property include India, China, Brazil, Taiwan,
the Republic of Korea, Argentina, Mexico, Thailand, Malaysia, Philippines,
Indonesia and Singapore.5 The inadequate protection of intellectual property in
developing countries may be attributed to two factors. First, the laws of these
countries provide insufficient coverage of intellectual property, which is attri-

butable to a fear that a foreign intellectual property licensor exploits both the local
businesses and vulnerable consumers in the developing countries. 52An underlying

premise of this view is that efficient knowledge is a fundamental requirement for
economic growth, and therefore, technological information should be provided
with minimal restriction because development of Third World countries is in the
interest of all nations. 53 Secondly, meager or nonexistent governmental enforcement of the law creates, at least in the short run, attractive benefits for pirates and

consuming nations.O In these countries, pirate sales are greatest in the pharmaceutical industry, followed by the computer industry, the audio recording

49. Ud.
But see Leafer supranote 8. at 275 n.6 (explaining that calculation of loss is highly speculative
and statistics on this matter should be viewed critically because this calculation requires the assumption of
unaffected revenues). The primary reason for difficulty in measuring losses is that such losses require
estimation oflost revenue opportunities. Id.
50. Cordray, supra note 40, at 148. Additionally, approximately 131,000 U.S. jobs have been lost

because of trademark infringement. See Leaffer, supra note 8, at 280 n.37 (claiming that global job loss was
estimated at 1,500,000).
51. GLOBAL CONSENSUS, supra note 27. at 13. See Leaffer, supra note 8, at 281 n.41. It is not
surprising that certain developing countries have less of a protectionist attitude toward intellectual property,
a resource to which they solely need access. Id. at 281.
52. Id. at 281. Certain developing countries see little to gain from vigorously protecting intellectual
property licensed to them from the West. Id. at 275. See supranotes 51-66 and accompanying text (detailing
reasons why developing countries do not vigorously protect intellectual property). But cf. A. Samuel Oddi, 7e
InternationalPatent System and Third World Development: Reality or Myth?, 1987 DUKE L. 831. 852
(stating that despite economic analysis demonstrating the undesirability for developing countries of granting
patents to foreigners, more developing countries have enacted patent statutes). Some developing countries
maintain that knowledge and information are the common heritage of mankind and therefore should be made
available at low cost. Giunta & Shang, supranote 35, at 330.
53. Giunta & Shang, supra, note 35, at 330-31.
54. Leafier, supra note 8, at 281. Although some countries have satisfactory coverage in their substantive laws, their governments inadequately enforce those laws. Id. at 281-82. Many developing countries
see protection of intellectual property as an insurmountable obstacle to achieving economic self-sufficiency.
Id. at 284. Additionally, developing countries tend to have scarce government resources and thus, resist
spending on the enforcement of foreign intellectual property protection. Giunta & Shang, supranote 35, at 33 1;
see Harper,supra note 35, at 156-57 (claiming that many governments lack the resources necessary for
effective enforcement and tend to focus on violent and other more serious crimes).
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industry, the video recording industry, the software industry, the agriculture
chemical industry, the semiconductor industry and the book publishing industry. 55
The reluctance of developing nations to provide protection for intellectual
property, however, is based on valid concerns. Many academics studying the

international patent system as it relates to developing countries have concluded
that it is economically unsound for such countries to have a patent system if an
overwhelming majority of patents are granted to foreigners.Y Ready access to
intellectual property is viewed as important to development, whereas the

enforcement of intellectual property law is considered a burden on development. 58
Clearly, the most cost-effective manner for a developing country to derive any
benefits from an invention is to be unfettered from restraints, patent, trademark
or otherwises 9

Commentators suggest many reasons why these pirating nations are reluctant
to submit their disputes to international adjudication: nations may distrust the
impartiality or competence of a particular tribunal;.6 assertion of the state's
sovereign immunity; 61 the substantive or procedural law chosen may be
debatable;6 and cultural considerations may not be recognized or given

55. GLOBAL CONSENSUS, supra note 27, at 13. For U.S. companies, losses are estimated at US$20
billion a year: U.S. auto parts at US$3 billion; the motion picture industry at US$1 billion; and the apparel and
shoe industry at US$1 billion. See Leaffer, supra note 8, at 280 n.37.
56. Most of the developing countries find themselves facing the same type of trade imbalance as the
U.S. Oddi, supranote 52, at 835. They find themselves strapped by large debts, to the point of default, arising
in considerable measure from such trade imbalances. Id. The negative balance in trade is exacerbated by
imported goods at higher prices caused by import monopolies enjoyed by foreign enterprises in the form of
patents, trademarks and copyrights. It at 835-36.
57. Oddi, supra note 52, at 832. Nonetheless, despite the lukewarm endorsement of domestic patent
systems within developed countries and the general nonendorsement of participation by developing countries
in the international patent system, it appears there is a period of patent ascendancy in both developed and
developing countries. Id. A 1974 study of the United Nations Conference on Trade and Development reports

that 84% of the patents in developing countries are owned by foreigners of five developed market-economy
countries: the United States, Germany, Switzerland, United Kingdom and France. Id. at 844 n.61.
58. Leaffer, supra note 8, at 282. Despite a pervasive hostility toward strong intellectual property
protection, some developing countries are beginning to see the value of stronger protection; but a change in
basic attitudes will not occur quickly. Id. at 282-83.
59. Oddi, supra note 52, at 845.
60. RicHARD B. BLDER, RESOLVING TRANSNATIONAL DISPUTES THROUGH INTERNATIONAL ARBI-

TRATION 4-5 (Thomas E. Carbonneau ed., University Press of Virginia 1984). When arbitration is chosen as
the means of dispute settlement, a great emphasis is placed on the selection of knowledgeable and unbiased
arbitrators. See also James E. Meason & Alison G. Smith, Symposium, Current Issues in International
CommercialArbitration:Non-Lawyers in InternationalCommercialArbitration: GatheringSplinterson the
Bench, 12 J. INT'L L. BUS. 24,30 (1991).
61. BiLDtR, supra note 60, at 4-5. The doctrine of sovereign immunity in its modern form precludes
national courts from asserting jurisdiction over foreign governments in respect of activities carried out by the
foreign government in its sovereign capacity, but any commercial activities carried out by the foreign
government are not entitled to immunity. See Steven C. Nelson, Alternatives to Litigation of International
Disputes,23 INT'L LAw. 187 (1989).
62. BILDER, supranote 60, at 4-5.
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credence.! Often, socialist and third-world countries complain that the International Court is too "Western-oriented."64 Many nations express concern with
the expense, inconvenience, and delay involved in international court proceedings, their lack of familiarity with international judicial procedures, or
general uncertainty regarding the enforceability of an eventual judgment.s
Additionally, in Third World countries, the ideology of development justifies the
piracy of intellectual property. 6
While the role of the International Court of Justice (IC) has declined in
recent years,6 the number of multilateral treaties relying on arbitration for the
8
interpretation and application of their provisions have increased. In addition,
important ICT decisions have not been respected by the nations involved.6 The
use of international courts ordinarily is restricted to legal disputes; however,
arbitral tribunals often have been empowered to deal with both legal, nonlegal,

political or technical disputes. 0 An arbitral tribunal may be asked to decide in71
accordance with international law or equity, or even ex aequo et bono,
determining what is just and proper in the special circumstances of the particular

case.72 The international protection of intellectual properties is governed by the
63. l Cultural perspectives play a prominent role in international arbitration. Meason & Smith, supra
note 60. at 30.
64. See BILDER, supranote 60, at 4-5 (defining "western-oriented" as biased toward the United States
and other European nations).
65. Id.
66. Leafier, supra note 8, at 282. Development is enhanced by ready access to intellectual property,
whereas the enforcement of intellectual property law is viewed as a burden on development. Id. Therefore,
developing countries resist allocating scarce government resources to the enforcement of intellectual property
rights. IL
67. Louis B. SOHN, RESOLViNo TR NSNATiONAL DisUTES THROUGH INTERNATIONAL ARBI"RATION

26 (Thomas E. Carbonneau ed., University Press of Virginia 1984). Since 1945 there have been thousands of
conflicts and disputes between nations, but only about thirty of th were decided and adjudicated by the ICJ.
See Marc Blessing, Globalization(andHarmonization?)ofArbitration,9 L INT'L ARB. 79, 80 (1992). In 1945
the ICJ was structured to serve as a complementary organ of the United Nations Security Council and consists
of 15 full-time judges. Id. at 79. Jurisdiction of the ICJ is limited to States which are parties to the Hague
Convention of 1907 as well as to other States under conditions laid down by the UN Security Council. Id.
68. See supranotes 112-35 and accompanying text (describing multilateral treaties under both GATT
and wIPO).
69. Blessing, supranote 67, at 79. For example, Iceland did not respect the decision on fishing rights;
France did not respect the decision regarding nuclear tests in the Pacific Ocean; and the United States did not
respect the decision regarding Nicaragua. IaL at 81. Nations are skeptical of the IC. and have shown a
pronounwed reluctance to bring before it matters of vital concern. rd. This reluctance stems in part because no
nation may be forced to partake in ICJ proceedings and there are no provisions whereby the ICY may enforce
its decisions. Id. at 80.
70. SOHN, supra note 67, at 26.
71. Ex aequo et bono is similar to amiable composition. Karyn S. Weinberg, Equity in International
Arbitration:How FairIs "Fair?"A Study of Lex MercatoriaandAmiable Composition, 12 B.U. INT'LLJ.
227 n.26 (1994). Traditionally, amiable composition simply provided an equity correction to the strict rules
of law applicable to a dispute. rL See infra notes 205-16 and accompanying text (describing lex mercatoria
and amiable composition).
72. SOHN, supra note 67, at 27.
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laws of individual countries, which are generally formulated under numerous
multilateral and bilateral treaties among and between the participants. 3 International arbitration, similar to international litigation, requires knowledge of the
legal framework of more than one country, differing rules of procedure, and
differing problems of enforcement. 4 However, one of the major differences of
international arbitration is that the parties involved in the dispute may select the
arbitrator or arbitrators they believe to be best equipped to handle these difficulties. 5
The following is a brief discussion of issues that arise when a party encounters pirating activity by either a government or private party with which it
has no contractual relations and finds that there are no laws protecting intellectual
property in the pirating party's country.!6 Foremost, for those parties whose
relationship is based on a valid license or other agreement, arbitration is a
practical method to resolve potential disputes and may be agreed upon either prior
to the execution of the contract, or subsequent to a dispute arising." However,
while most licensing and technology transfer agreements will by their terms
provide for the arbitration of future disputes, controversies over patent, trademark
and copyright infringements seldom involve parties who are contractually bound
to each other.!8 Therefore, private arbitration between the parties may not be
suitable. 9 When the infringement allegation is against a nation because such
nation does not protect intellectual property nor recognizes laws that do, a
question arises as to whether arbitration proceedings would be against such
nation's government should the government agree to arbitrate the alleged dispute! ° The United States, frustrated by the lack of effective measures to resolve
complex problems against pirating governments or governments that condone
such conduct, has recently enacted a number of bilateral agreements that take a

73.

See Boulware, supranote 2, at 443 (stating that the trend for international protection of intellectual

property is toward conformance with established international norms).
74. DeVries, supra note 1, at 46.
75. Piero Bernardini, The Arbitration Clause of an InternationalContract, 9 J. I

.'L
ARn. 45, 56

(1992) (explaining that the parties may select qualifications of the arbitrator relating to nationality or
geographic location, or any other characteristics).
76. See infra notes 78.84 and accompanying text (describing potential problems handling an intellectual
property dispute when no licensing or other agreements exist between the two parties and the pirate's host
country provides no protection for intellectual property in its laws).
77. See infra notes 182-83 and accompanying text (explaining that the WIPO Arbitration Rules were

created to arbitrate an intellectual property dispute under an existing or future agreement).
78. Michael F. Hoellering, 7te Institution'sRole in Managingthe Arbitration Process. WoRDwi
F. ON- ARB. OFINTELL PROP. DisP., WIPO Publication No. 728(E), 204 (1994) [hereinafter Hoellering 11].
Regardless of whether a future dispute clause or submission to arbitration are required, an arbitral institution,
especially WIPO in the intellectual property realm, can usefully guide parties in the drafting of their arbitration
agreements and can act as an intermediary in the negotiation of arbitration submission agreements. Id. at 203.
79.

See infra notes 252-57 and accompanying text (discussing disadvantages of arbitration when the

other party to the arbitration agreement is a foreign nation or one of its instrumentalities).
80. Id.
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harsh stance on intellectual property piracyl The United States has also enacted
trade embargoes against nations which refuse to develop or enforce intellectual
property protection laws.n Trade sanctions and embargoes can be devastating to

a foreign nation's economy and thus, the threat of Special 301 sanctions has been
a powerful incentive for many nations to enact more favorable intellectual

property laws. 3 Therefore, for developing nations alleged to be instigating or
condoning piracy activity, arbitration of an alleged intellectual property dispute
may be superior to other alternatives such as legal action by the victim's

government against the trading activities of the nation from which the alleged
pirating entity resides.8"

3. Advantages ofArbitrationOver Litigation
A distinctive feature of intellectual property disputes is that they often contain technical subject matter8 5 Thus, settlement of such a dispute should be

conducted by an arbitrator with specialized knowledge in intellectual property.8
A major concern is to ensure the selection of an arbitrator with an understanding

and familiarity of the intellectual property transaction, the nature of the rights
concerned and the particular issues in dispute8 7 The advantage of arbitration is

81. Giunta & Shang, supra note 35, at 340. These bilateral agreements encourage speedy, substantial
changes in nations suspected of pirating and impose immediate trade sanctions for failure to comply. rd.These
bilateral agreements are usually made subsequent to a U.S. threat of trade sanctions pursuant to Special 301
of the Omnibus Trade and Competiveness Act of 1988. Id. The Omnibus Trade and Competiveness Act of
1988, 19 U.S.C. § 2211 (1995). Under Special 301, the United States may designate a country that allegedly
denies effective protection of intellectual property rights and enact trade sanctions against that country. Harper,
supranote 35, at 164. See also Myles Getlan, TRIPS and the Futureof Section 301: A ComparativeStudy in
TradeDispute Resolution, 34 CoLum. J. TRA1SNAT'L L. 173,173 (1995) (stating that since 1984, the United
States has addressed its concern for the lack of international intellectual property protection under Section 301
of U.S. trade legislation).
82. Harper, supra note 35, at 163. Trade embargoes are defined as government orders prohibiting

commercial trade with individuals or businesses of specified nations. Id. Trade embargoes have been used by
the United States in the past but have been found to actually aggravate the piracy market and make it more
receptive to illegal sales. Id.
83. d at 164; see Giunta & Shang, supranote 35, at 340 (claiming that the threat of possible sanctions
is usually sufficient to get a nation to agree in a bilateral treaty to changes their laws on intellectual property

protection).
84. See supra notes 80-83 and accompanying text (detailing drastic, unilateral measures taken by
developed nations to protect intellectual property rights).
85. Niblett, supra note 1, at 65. The developments in intellectual property reflect the increasingly
technological basis of production. Bogsch, supra note 3, at i.
86. Niblett, supra note 1, at 64. Disputes involving intellectual property issues include the following
problems for arbitrators to determine: meaning and extension of a license, validity of a particular intellectual
property right, interpretation of the agreement and questions as to whether parties have performed their
obligations under the agreement; royalty disputes; and rights of parties in the post-contractual period. Julian
D.M. Lew, The ArbitrationoflintellectualPropertyDisputes,WORLDWD F. ON TE ARB. OFINTELL PROP.
Disp., WIPO Publication No. 728(E), 191 (1994).
87. Low, supranote 86, at 191.
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that the arbitral tribunal may be chosen to possess the technical skills which
necessary to comprehend the intellectual property dispute at issue 8 The parties
may select their tribunal and are not bound to argue their case before a judge
nominated by the nation or appointed by the ICJ. 9
The search for alternatives to litigation is now well-established, with growing
recognition among scholars and attorneys of the inefficiencies of the traditional
court system in dealing with commercial disputes, particularly those in an international context. 9° Many practitioners believe that arbitration is the sole
acceptable dispute resolution process, particularly where parties from different
countries have rejected recourse to each other's legal system from the inception
of the relationship.9
Presently, the international arena prefers arbitration in lieu of litigation. The
relative advantages of arbitration as a dispute resolution forum include: 93
assurance of neutrality; 94 greater flexibility for the parties as to the choice of procedure and substantive law; 95 privacy;' less costly than litigation?7 greater en-

88. Bryan Niblett, The Arbitrationof Intellectual PropertyDisputes,WORLDWIDE F. ON THE ARB. OP
INTELL PROP. Disp., WIPO Publication No. 728(E), 197, 198 (1994) [hereinafterArbitrationoflP Disputes].
89. /, at 198. The parties may choose someone in whom they have confidence and who they know will
adequately grasp the technical content of the property right. Id.
90. Nelson, supranote 61, at 187. In recent years, many executives in the United States and elsewhere

have been disenchanted by attempting to resolve disputes through court litigation. Robert Couilson, Arbitration
and Other Forms of Alternative Dispute Resolution: General Overview, WORLDWIDE F. ON THE AR. OF
INTELL. PROP. DIsP., WIPO Publication No. 728(E), 21 (1994).

91. Weinberg, supra note 71, at 227.
92. See Graving, supranote 18, at 320; see also Niblett, supranote 1,at 64. Arbitration is increasingly
the preferred forum for dispute resolution in international commercial transactions of all kinds: construction
contracts, investment transactions, agency and distribution arrangements, joint ventures, maritime, purchase
and sale of goods, and of course, license agreements. Lew, supranote 86, at 187.
93. Meason & Smith, supranote 60, at 28. Arbitration is seen as providing the best chance to save the
underlying business relationship. Id. Many intellectual property disputes concern license agreements or
contracts for the transfer of technology where it is anticipated there will be a continuing relationship between
the parties extending over many years. Arbitration ofIP Disputes,supranote 88, at 199.
94. See Graving, supranote 18, at 324 (stating that the assurance of neutrality is probably the principal
advantage of arbitration). But cf. Fromthe American Review ofinternationalArbitration:Essaysin Honorof
Hans Smit-The Party.AppointedArbitrator,WORLDWIDE F. ON THE ARB. OF IMELL. PROP. DISP., WIPO

Publication No. 728 (E), 181 (1994) (stating that writers on the issue of international commercial arbitration
recognize that party appointees may not be entirely neutral; but they argue that appointees nonetheless should
be held to an ethical norm requiring that they be formally unaffiliated with the appointing party and that they
avoid post-appointment exparte communications).
95. Graving, supranote 18, at 324.
96. See Graving, supra note 18, at 324 (explaining that arbitration more easily allows the parties to
carry on with their normal business, if they so wish, while the dispute is pending resolution).
97. Graving, supranote 18, at 324. Arbitrationis truly capable of resolving complex commercial, patent
infringement, licensing or other intellectual property disputes at less than half the cost of, and often in 15% of
the time required for, typical court resolution of the similar dispute. Tom Arnold, Suggested Formof Contract
to Arbitratea Patentor OtherCommercialDispute,2 Tlx. INTELL PROP. LJ. 205,208 (1993); cf.Christopher
P. Hall & Scott . Newton, InternationalArbitration Bodies: A Survey, N.Y. LJ. 1 (1992) (stating that
international commercial arbitration can be a very expensive proposition).
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forceability of arbitral awards across national frontiers; 98 and convenience
because of the international arbitration institutions already in place. 9 Additionally, the essence of arbitration law limits judicial review of arbitral awards

and arbitration."° Arbitration is viewed as a convenient means for retaining

amicable business relations.' 0 ' The character of intellectual property disputes

makes them especially suitable for resolution by arbitration rather than by
litigation.102 Parties may choose a tribunal of arbitrators or a sole arbitrator who
appreciates the subtleties of the technical questions at issue. 0 3
B. History of the World IntellectualProperty Organization
WIPO has governed the use and protection of international intellectual

property since its creation in 1967. 4However, because of the perception of a low
level of intellectual property protection provided by WIPO Conventions and the
perceived inability of WIPO to enforce intellectual property rights,105 in 1986 the

98. See Graving, supranote 18, at 324 (explaining that under the New York Convention, the United
States and 77 other countries are bound to mutual recognition of foreign arbitral awards).
99. Graving, supra note 18, at 324. As to enforcement, the United States does not have a treaty
relationship with any other county on the recognition of foreign judgments. Id. But under the New York
Convention, the United States is bound with 95 other countries to mutual recognition of foreign arbitral
awards.Id. Judgments entered by foreign courts are not entitled to automatic enforcement by U.S. courts and
foreign courts tend to be even less willing than U.S. courts to enforce foreign judgments. Nelson, supra note
61, at 187; but see DeVries, supranote I, at 61 (claiming that advantages attributed to domestic arbitration,
speed, economy, and informality, are reversed in international disputes).
100. See DeVries,supranote 1. at 52 (claiming that in the United States, review is restricted by the fact
that hearings are rarely recorded and arbitrators almost never write opinions or otherwise give any reasons for
the award).
101. Id. at 62 (explaining that at the drafting stage arbitration is a convenient means of retaining good
business relations).
102. Niblett, supra note 1, at 65. Intellectual property disputes are especially suitable for resolution by
arbitration rather than litigation for the following reasons: they often possess an international character, involve
business relationships that may continue over many years; contain highly technical subject matter and can
benefit by an adjudicator with specialized knowledge; and often involve evidence which is confidential.
Arbitrationof IP Disputes,supranote 88, at 198-99.
103. I The technical competence of the tribunal is especially important when expert evidence is needed,
as often arises in intellectual property disputes. Id. The arbitrator is able to engage in dialogue with the expert,
using the same technical language and grasping confidently the technical complexities, thereby making the
arbitration an effective method of dispute resolution. Id.
104. Cordray, supranote 48, at 121.
105. The United States cites a lack of adequate international standards for both patents and trademarks
under the Paris Convention which has caused considerable problems for U.S. business. Dana Williamson,
Addressing InadequateIntellectual PropertyProtectionin the UruguayRound, 110 BUS. AM. 4 (1989). For
example, the Paris Convention does not set a minimum term for patent protection and allows signatories to
exclude whole sectors from protection. Id. The United States believes this failure to provide adequate standards
contributes to significant trade losses and distortions. Id. Additionally, the United States cites ineffective dispute settlement mechanisms under both the Berne Convention and the Paris Convention which further
contribute to trade distortions. Id. See also Richardson, supranote 28, at 89 (stating that the Paris Convention
provides for priority and national treatment but no minimum standards in patents, designs and trademarks).
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U.S. government shifted its efforts for international intellectual property
protection to the GATT in the Uruguay Round negotiations.'06 Under GATT, a
detailed agreement entitled 'Trade-Related Aspects of Intellectual Property"

(TRIPS) was created.1t 7 TRIPS provides both national treatment and extremely
detailed rules for minimum standards of protection of a very broad spectrum of

intellectual property rights."'
1.

World IntellectualPropertyOrganization

WIPe, one of the sixteen specialized agencies of the United Nations, was
established to promote the protection of intellectual property throughout the world
through the use of new treaties and the centralization of an administration of

resulting international conventions."' The convention establishing WIPO in 1967
sought to facilitate international discussion, promote protection of intellectual
property, and provide educational and training programs and administrative services.110 Currently, WIPO has 147 member states."'

106. Organizations such as wIPe lack a strong enforcement mechanism comparable to Article XXI1
of the GAIT. Mitsuo Matsushita, Taiwan and the GAT. PanelThree: A JapanesePerspective on Intellectual
PropertyRights and the GATT, 1992 COLuM. Bus. L. REV. 81, 82. Under Article XXIII, if a contracting party
violates a provision of the GATr, it is subject to consultation upon petition by another contracting party. Id.
If the consultation fails to rectify the problem, Article XXII permits retaliatory action to be taken against the
violator. Id In order to achieve stronger enforcement of intellectual property rights, the United States insisted
that the rules governing these rights be incorporated in the GAIT. IL One of the primary reasons the United
States shifted its efforts for intellectual property protection to GATF was because the United States had greater
influence in GATr to obtain higher standards than it did with WIPO. See Cordray, supranote 48, at 121-22.
The GATI is an international arrangement that includes over 90 countries participating in multilateral trade
negotiations involving means to encourage free trade among nations. Leaffer, supranote 8, at 276-77.
107. See Matsushita, supra note 106, at 81 (stating that recent incorporation of TRIPS in the GATr
raises many diverse issues). Cordray. supranote 48, at 122. TRIPS mandates the establishment of substantive
standards for intellectual property protection, requires national enforcement mechanisms and international
dispute settlement provisions. Doane, srpranote 4, at 478. It incorporates these minimum world standards for
the protection of intellectual property as part of the GATr. See Leaffer, supra note 8, at 277. The TRIPS
proposals have been embraced enthusiastically by the United States and other developed countries but much
less so by developing countries. Ld.
108. Cordray, supranote 48, at 125. TRIPS provides for Most Favored Nation treatment, which requires
that any advantage, favor, privilege or immunity granted by a party to the nationals of any other country shall
be accorded immediately and unconditionally to the nationals of all other GATT parties. hL It also includes
provisions protecting a broad spectrum of intellectual property rights in a single agreement: copyrights;
trademarks and geographical indications; industrial designs; patents; topographies of integrated circuits;
undisclosed information; and control of anti-competitive practices in contractual licenses. Id.
109. See Niblett, supm note 1, at 67; see also Garcia,supranote 9, at 817 (claiming that the international
protection regime for intellectual property is centrally administered by WIPO); BACKGROUND READING
MATERIAL ON INIPI.ECrUAL PROPmTY, WIPO Publication No. 659(E), 37 (1988) [hereinafter BACKGROUND

ONIP].
110. Actually, the origins of wIPe date back to 1883 and 1886 when the Paris and Berne Conventions
were adopted. BACKGROUND ON IP, supranote 109, at 37. The name of the organization now known as WIPO
has undergone several changes in the course of its history and its most recent name before WIPO was BIRPI,
the acronym of the French language version of the name: United International Bureaux for the Protection of
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Traditionally, wIPe was considered the proper forum for addressing intellectual property matters at the international level." 2 WIPO administers sixteen
multilateral treaties dealing with the legal and administrative aspects of intel-

lectual property.1 3 Some of WIPO's primary tasks include the administration of
the International Agreement for the Registration of Trademarks (the 'Madrid
Arrangement"), 14 the Paris Convention for the Protection of Industrial Property," 5 and the Berne Copyright Convention." 6 WIPe also assists1 7developing
nations in designing and enacting intellectual property legislation

Beginning in the late 1960s, WIPO's preeminence received a setback with
the conflict between the divergent interests of developing and developed coun-

tries." 8 Developing countries actively sought to weaken existing international
standards for national protection practices in wIPO.

9

Before wIPOs adoption

Intellectual Property (in English). rd. As a specialized agency belonging to the family of U.N. organizations,
WIPO retains its independence and has its own membership. Id. at 38. The activities of WIPO are basically
of three kinds: registration activities, the promotion of intergovernmental cooperation in the administration of
intellectual property, and substantive or program activities. Id. at 40. See Boulware,supranote 2, at 446 n.9.
See Leaffer, supra note 8, at 292.
rLEcAL
11I. Arpad Bogsch, OpeningAddress, WORLDWIDE FORUM ON THE ARBrmATION OF DImE
PRopstntyDisnns, WIPO Publication No. 728 (E), 14 (1994 [hereinafter OpeningAddress].
112. An important sphere of WIPO's activities concern assistance in the development of developing
countries. BACKGROUND ON IP, supra note 109, at 40. WIPO's aim is to promote respect for intellectual
property inside each developing country and in the international relations of that country. Id at 41. See Lackert,
supranote 6, at 168 (claiming that everyone recognizes WIFO's expertise in intellectual property matters); see
Boulware, supra note 2, at 446 n.9.
113. The Convention establishing WIPe declares that membership shall be open to any nation which
is a member of any ofthe Unions, and to any nation which is not a member of any ofthe Unions, provided that
it is a member of the U.N. or any of the specialized agencies of the U.N. See BACKGROUND ON IP, supranote
109, at 48. To become a member, a nation must deposit an instrument of ratification or accession with the
Director General of WIPO at Geneva. Id Niblett, supra note 1, at 67 (mentioning that WIPO is responsible
for the worldwide promotion of the protection of intellectual property).
114. Madrid Agreement Concerning the International Registration of Trademarks, as revised July 14,
1967,23 U.S.T. 1353,828 U.N.T.S. 389.
115. Paris Convention for the Protection oflndstrial Property, as revisedJuly 14, 1967,21 U.S.T. 1583,
828 U.N.T.S. 305.
116. Berne Convention for the Protection of Literary and Artistic Works, as revised July 24, 1971,102
Stal 2853, 828 U.N.T.S. 221. See Lackert, supranote 6, at 164 n.15.
117. WIPO collaborates with a large number of international and intergovernmental organizations to give
legal and technical assistance and provides educational and training programs for all member nations. Leaffer,
supra note 8, at 292. See Lackert, supra note 6, at 164. WIPO is also involved in administering the Berne
International Union for the Protection of Literary and Artistic Works and has played a central role in
developing new treaties concerning intellectual property such as the Patent Cooperation Treaty. Id. at 164 n.15.
See Patent Cooperation Treaty, June 19, 1970.28 U.S.T. 7645.
118. Bal (GopalDs, supranote 12, at 175.
119. Cordray, supranote 48, at 124. Efforts by western countries to increase levels of international
protection have failed due to violations by both newly and lesser developed countries. Garcia, supra note 9,
at 817 n.27.
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of the Arbitration Rules, the Paris and Berne Conventions required the ICJ to
settle intellectual property disputes between countries.'O
Developed countries also perceived the WIPO Conventions enforcement
provisions as inadequate.12 1 While both the Berne and Paris Conventions require

seizure of infringing goods in any member country, neither Convention specifies
any detailed procedure for seizure.'2 These problems lead the United States and
other developed countries to perceive that WIPO was ineffective in combating
counterfeiting.12 In light of the increased importance of intellectual property in
the developed world, through U.S. efforts GAIT became involved in the solution
to an ever growing problem.'24
2. GeneralAgreement on Tariffs and Trade

Disagreement exists between WIPO and GATr' as to the proper approach
to resolve international intellectual property disputes.'2 WIPO views trademark
counterfeiting as a problem of infringement within the purview of local law or
such international treaties as the Paris and Berne Conventions.2 " GATT's dispute

120. Cordray, supra note 48, at 131. Another deterrent to referring intellectual property disputes to the
ICI, as required by the Paris, Berne and Rome Conventions, is that the process is too long, complex and
cumbersome. Id. See WIPO's Dispute-ResolutionTalks Highlight Conflicts with GAT2, 4 WoRLD INTELL.
PROP. REP. 78 (1990); see also supra notes 67-70 and accompanying text (describing the ineffectiveness of
the IC as a method for resolution of international disputes).
121. Cordray, supranote 48, at 132. WIPO members recognized this inadequacy and negotiated a more
effective dispute resolution mechanism. Id. WIPO accomplished this through its Mediation, Arbitration, and
Expedited Arbitration Rules. World IntellectualPropertyOrganization:Mediation,Arbitration,and Expedited
ArbitrationRules, 34 I.L.M. 559 (1995) [hereinafter WIPOArbitrationRules].
122. Cordray, supranote 48. at 132. Under the Paris Convention the problem of enforcement is that a
member nation must sue an offending nation for violation before the IC. Id.
123. Cordray, supranote 48, at 131 (stating that WIPO's dispute settlement is effectively worthless).
124. Lackert, supra note 6, at 168. Merely registering trademarks does not deter counterfeiters; it is
claimed that WIPO lacks the enforcement sanctions necessary to ban trademark counterfeiting. Id. at 165.
Western countries have sought to develop additional intellectual property protection outside of WIPO through
the framework of te GATT. Garcia, supranote 9, at 817; see Leaffer, supranote 8. at 276 (stating GAIT has
been proposed as the innovative solution to remedy the perceived deficiency in the international protection of
intellectual property); see also supra notes 104-08 and accompanying text (detailing reasons why the United
States shifted its efforts for international intellectual property protection from WIPO to GATI).
125. General Agreement on Tariffs and Trade, Oct. 30, 1947, T.I.A.S. No. 1700, 55 U.N.T.S. 187.
GATT was created in 1947 and it currently has over 90 members. Lackert, supranote 6, at 167. GAT is based
on several major economic principles, the most important of which is the "most favored nation" principle. Id.
There are provisions for the reduction of customs and duties restrictions and for national treatment of foreign
goods. Id.
126. Lackert, supra note 6, at 163. Under TRIPS, GAT provides a sanction based enforcement
framework which has over the years evolved on the lines of ajudicial system. Bal Gopal Das, supranote 12,
at 170. However WIPO, unlike GAT, is not fashioned to be coercive and in the early phase of a dispute
emphasizes negotiation and conciliation as the preferred means of settling the dispute. Id. at 176-78.
127. Lackert, supranote 6, at 163-64; Ba Gopal Das, supra note 12, at 176-78.
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settlement is based on Articles XXII and XXIII.12 Article XXII provides for consultations between disputing parties to GATT regarding a dispute with respect to

any matter affecting the operation of GAIT and Article XXIII applies only if
consultations fail.'2 Under Article XXIII, a party may refer a dispute to the contracting parties, who through a panel, make recommendations to the disputing
parties.13° The teeth in GATT under Article XXIII is the allowance of the contracting parties to suspend the application of concessions or other obligations
under GATT to the offending party. 31GAIT views trademark counterfeiting as

a "trade distortion

1 32

that can be remedied by adjustments in the flow of inter-

national goods and trade sanctions against offending countries' governments. 3 3
From a historical perspective, GATT dispute settlement was -considered
effective during its first twenty years, but this initial prosperity progressively
diminished.'3 Some reasons proffered for GATT's diminished effectiveness
include: radical change in membership; increased participation by developing
countries; establishment of the European Union; erosion of support for certain
GATT norms, partly due to both non-compliance and principles of obsolescence;
and the world's economic realignment after the resurrection of Japan and the
emergence of the European Community. 35
After the TRIPS negotiations in the Uruguay Round, developing countries
noted that most inventions and patent applications emanate from advanced

128. Cordray, supranote 48,at 133. See Bal Oopal Das, supra note 12, at 163 (explaining that GATT's
dispute settlement system is anchored in Articles XXII and XXIII supplemented by rules and procedures of
understanding).
129. Cordray, supra note 48, at 133; see Bal Gopal Das, supranote 12, at 163 (explaining that Article
XXII provides for bilateral and multilateral consultation with reference to any matter affecting the operation
of GATI).
130. Cordray, supranote 48,at 133; see Bal Gopal Das, supra note 12, at 163.64 (specifying that Article
XXIII provides for three principal forms of complaints: violational complaint; non-violational complaint; and
situational complaints).
131. Cordray, supra note 48, at 133. Under Article XXKU, penalties such as fees or tariffs are permitted
for the failure ofa nation to comply with GATT provisions. See Lackert, supranote 6, at 168, n. 32. Article
XXII is the centerpiece for dispute settlement and also provides for consultation as a prerequisite to invoke the
multilateral GAIT processes. JOHN H. JACKSON, RESTRUCrURING THu GATr SYSTEM 62 (1990).
132. Trade distortion has been defined as the absence of sufficient protection in which creators may no
longer recover the cost of their investment in research and development, resulting in lower production, fewer
trading opportunities, and higher costs to the consumer. Leaffer, supranote 8,at 277.
133. Lackert, supra note 6, at 164; Leaffer, supranote 8, at 277.
134. Leaffer, supra note 8,at 302 n.41. In addition to long delays and ineffective implementation, the
GATr dispute mechanism also has suffered criticism because of its emphasis onjudicial solutions for problems
that could be solved only through negotiations. Id.See JACKSON, supra note 131, at 59 (stating that GATr's
dispute settlement mechanism flaw is owing in part to the troubled beginnings of GATT).
135. Bal Gopal Das,supranote I2,at 172. At the end of 1991, there were one hundred and two members
of GAIT,of which 79 were developing countries. Robert E. Hudec, Taiwan and the GATT: Panel Two: GATT
and the Developing Countries, 92 COLUM. Bus. L. REv. 67, 71 (1992). Although GAT does not pass
measures by majority vote, the numerical size of the developing country block helped advance the campaign
for preferential treatment. Id. The numbers of developing countries are important and do weigh in political
discourse. Id. at n.10.
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countries; and thus, they argued that establishing high standards of protection for

intellectual property rights would allow the business enterprises of advanced
countries to monopolize technology and to exploit unfairly the enterprises of less
advanced countries. '3 They claimed that with the exception of protecting against
counterfeit goods, GA'IT, with its strong enforcement mechanism, should not be
used to negotiate intellectual property rights and that these rights should continue

to be dealt with through traditional mechanisms like the WIPO.'37 Developing
countries are perceived as the primary cause of pirating problems and such

countries show a preference to resolve trade disputes under WIPO.' 38 Therefore,

arbitration under the WIPO Arbitration Rules becomes more appealing when

there is 1a39possibility for amiable resolution of these disputes not available under
GAIT.

C. Reasons Why WIPO Createdthe ArbitrationRules and Center
In response to widespread perception that the most significant shortcoming
in the WIPO process was the absence of an effective dispute resolution forum,
WIPO advanced a draft treaty for the settlement of intellectual property disputes
between nations. 14° A WIPO representative, Samuel Fernandez-Illanes of Chile,
stated that the treaty was necessary because many of the WIPO-administered
conventions did not contain sufficient provision for dispute settlement because
WIPO had been drafted at a time when intellectual property matters were less
contentious and litigious than in present times. 41 The WIPO dispute settlement

procedures were designed to mirror those being discussed in GAIT and

136. Matsushita, supra note 106, at 82. The most important problem in TRIPS is the developing
countries' reluctance to assent to greater protection for the more developed nations' intellectual property rights.
Marshall J. Welch, Note: InternationalProtectionof Intellectual Property,1 Tx. INmlL. PROP. L.J. 41, 49
(1992). The developing nations feel that knowledge should be treated as public property and made freely
available to everyone. Id.
137. Matsushita, supra note 106, at 82. Under TRIPS, the enforcement provisions require contracting
parties to provide civil and administrative procedures and remedies for the enforcement of intellectual property
rights including preliminary measures; border measures for prohibiting the importation of infringing goods;
and criminal penalties for willful infringement of copyright and trademark. Cordray, supranote 48, at 135.
138. See supranotes 51-55 and accompanying text (detailing which developing countries are notorious
for pirating intellectual property goods).
139. Id.
140. Bal Gopal Das, supra note 12, at 149-81. "State" refers to nation or country and not state in the
sense of one of the 50 states of the United States. See Normative Activities of WIPO in the FieldofIndustrial
Property:Draft Treaty on the Settlement of Disputes Between States in the Fieldof IntellectualProperty,33
INDus. PROP. 122, 132 (1994) [hereinafter Normative Activities of WIPO). A perceived weakness of WIPO
is that it does not have dispute settlement procedures and GAT' does, which caused the United States and
other countries to seek to bring GATI into the intellectual property arena. See Susan Wagner, WIPO Focuses
on Bold Programto Settle Disputes,Harmonize Law 3 WORLD INTELL. PROP. REP. 109 (1989).
141. InternationalDisputes: WIPO Committee Agrees to Draft Treaty for Settling Disputes, Pat.
Trademark & Copyright L. Daily (BNA) (Nov. 29, 1990) [hereinafter InternationalDisputes].
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TRIPS,

with countries able to proceed quickly to an arbitration mechanism for

regulation of their disputes.
As a result of this treaty, WIPO adopted the Mediation Rules,' 44 Arbitration

Rules 45 and Expedited Arbitration Rules,'4 effective October 1, 1994, to make
its dispute resolution forum more useful and attractive to both developing and

developed nations. 47 Interestingly, the UNCITRAL148 and AAA International

Arbitration Rules4 heavily influenced the WIPO Arbitration Rules which follow
their pattern. 50 Under the WIPO Arbitration Rules, private or public parties may

submit to arbitration either select portions or entire disputes that have arisen or
which may arise between them.' 5' The arbitration agreement may be in the form

of an arbitration clause in a contract or in the form of a separate contract 5

Perhaps WIPOs most valuable contribution, besides its preference by developing

countries to resolve intellectual property disputes and its long-standing expertise
in such matters, is its ability to provide advice and precedents on the making of
arbitration agreements
designed distinctively for the singular nature of intellectual
53
property disputes.

142. See Cordray, supranote 48,at 122. The United States led efforts resulted in a detailed proposed
agreement entitled 'Trade-Related Aspects of Intellectual Property" ('TRIPS").Id.
143. InternationalDisputes,supranote 141.
144. WIPO ArbitrationRules, supranote 121, at 562.
145. Id. at567.

146. Id. at 586.
147. NormativeActivities of WIPO, supra note 140, at 122-33. A Committee of Experts of the WIPO
decided to draft the treaty governing settlement of intellectual property disputes between states, despite
suggestions by the United States that such matters are better handled in GAIT. WIPO Committee to Move
Ahead with DisputeSettlement Treaty, 8 Int'lTrade Rep. (BA) 1370 (Sept. 18,1991).
148. See infra notes 209-18 and accompanying text (describing UNCITRAL and arbitration under the
UNCITRAL Model Rules).
149. See infranotes 199-208 and accompanying text (detailing the AAA arbitral institution and use of
its Arbitration Rules).
I50. Hans Smit, Managingan InternationalArbitration:AnArbitrator'sView,WORLDWIDE F.ON7THE
AiB. oF INTL. PROP. DIsP., WIPO Publication No. 728(E), 216 (1994). See infra notes 199-218 (discussing
both the UNCITRAL and AAA Arbitration Rules).
151. See WIPOArbltrationRules, supranote 121, at 568 (defining "claimant" as the party initiating the
arbitration and "respondent" as the party against which the arbitration is initiated).
152. Id. Under Article 1 of the WIPO Arbitration Rules, the arbitration agreement is defined as the
agreement by which the parties may submit to arbitration all or certain disputes which have arisen or which
may arise between them. Id.
153. Niblett, supranote 1.at 67. See OpeningAddress, supra note 111, at 14 (claiming that WIPO is
a specialized, international service for the resolution of complex, technical intellectual property disputes).
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III. JUSTIFICATION FOR ARBITRATION UNDER WIPO: COMPARISON OF WIPO's

ARBITRATION RULES WITH RULES OF OTHER ARBITRAL INSTITUTIONS
A. Dispute Resolution Under WIPO
In the international context, differing cultural perspectives, opinions, and

legal systems confound the arbitral process.'m In East-West trade, arbitration is
becoming increasingly accepted as a helpful means of resolving disputes. 155
Although resistance, based often on the belief that institutional arbitration is a
Western process'm lingers, many developing nations have recently expressed a

willingness to participate in international commercial arbitration.'5 7For example,
Arab nations which once manifested a strong distaste for international commercial arbitration have recently displayed a change in attitude and have
participated through the Euro-Arab Chamber of Commerce in the drafting of

Rules of Conciliation, Arbitration, and Expertise. 5 On the other hald, probably
no other part of the world is more experienced in and committed to the concept
of arbitration than the Socialist countries. 159
B. Ad Hoc Versus Institutional Arbitration: A Look at the Different
Approaches

Disputing parties may seek resolution of contested issues through alternative
arbitral institutions. A few of the available arbitration institutions include the

American Arbitration Association (AAA),' 6 the International Chamber of

154. Meason & Smith, supranote 60, at 25-26. Cultural considerations are important as they reflect the
intricate interaction of the values, attitudes and behaviors exhibited by the members of a unique society. Id.
at 28.
155. STEPHEN L TOOPE,MIxED INTERNATIONAL ARBITRATION 5 (1990). See Meason & Smith, supra
note 60. at 28 (stating that developing countries have accepted the current concept of institutional arbitration).
156. With the expansion of world trade after World War Iand following the first treaty on arbitration
in 1923, the developed trading countries such as the United States, England, Switzerland and Sweden, have
increasingly enacted arbitration statutes. DeVries, supranote 1, at 50.
157. TOOPE, supra note 155, at 5. The increased use of international commercial arbitration not only
reflects the expanding scope of world trade but also demonstrates a growing commitment to arbitration on the
part of legal commentators and business people. Id. But see M. Somarajah, The Climate of International
Arbitration,8 . IN'L ARB.47,48 (1991) (claiming that the suspicion of Third World or developing states of
international commercial arbitration is receding is subjective, dependent upon whom selects the evidence).
However, in the area of export trade, it is generally true that international commercial arbitration has come of
age and will remain. Id.
158. TOOPE, supranote 155, at 5 n.13.
159. See DeVries,supranote 1,at46 n.16 (explaining that Socialist countries have preferred arbitration
as being more compatible with their underlying economic system).
160. AAA CommercialArbitrationRules and InternationalArbitration Rules, INT'L COMM. ARB. 1
(Kenneth R. Simmonds, ed., Oceana Publications, Inc., 1995) [hereinafter AAA ArbitrationRules].
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Commerce (ICC)16 and the United Nations Commission on International Trade
Law (UNCITRAL) 62 In submitting to arbitration under a certain forum, a party

or practitioner must be aware of the rules under which it will proceed and must
know the strengths and weaknesses of that particular forum.163 The party must
understand the loopholes in the rules or problems with enforcement or the validity

of the arbitral award that may arise under a particular arbitral forum or with a
particular party. 164 An analysis of the WIPO Arbitration rules provides a party or

practitioner the requisite background to assess the likelihood of success under a
WIPO arbitration, dependent upon that party or practitioner's particular

circumstances.1 65
1.

World IntellectualPropertyOrganization

From an examination of the WIPO Arbitration Rules and a comparison of

these Rules to those of other arbitral institutions, it is clear that the WIPO Rules
are not designed exclusively to resolve intellectual property disputes in addition

to other matters.

66

In fact, arguably, the WIPO Arbitration Rules are generic and

could be used to arbitrate any general business or investment dispute. "6While the

lack of specialization of the WIPO Arbitration Rules can be viewed as a
weakness, they do contain several articles prohibiting the disclosure of trade

secrets and other confidential information not found in the rules of other arbitral
institutions." Although confidentiality is one of the benefits of arbitration,

161. InternationalChamberofCommerce:Rulesfor the ICC CourtofArbitration, 15 .L.M. 395 (1976)
[hereinafterlCCArbitrationRules].
162. United Nations: U.N. Commission on InternationalTrade Law Decision on ArbitrationRules and
the Text of the Rules, 15 I.L.M. 701 (1976) [hereinafter UNCITRAL Arbitration Rules]; see Susan W.
Tiefenbnin,A ComparisonofInternatonalArbitralRules, 15 B.C. INT'L & COMP. L. REV. 25 (1992); Hall
& Newton, supranote 97, at 1; Meason & Smith, supra note 60, at 25.
163. See Tiefenbrnn, supranote 162, at 25 (stating that it is often difficult to choose the best set of rules
to apply to an arbitral issue).
164. Id.
165. WIPO ArbitrationRules, supra note 121, at 559.
166. The author alleges on belief that the WPO Rules are not specialized after a comparison of the Rules
with those of the AAA, ICC, and UNCrTRAL Arbitration Rules. See also Tiefenbrun, supranote 162, at 25-49
(comparing provisions from the UNCMTRAL, ICC and AAA Commercial Arbitration Rules).
167. As the WIPO Arbitration Rules are not designed exclusively for intellectual property disputes, they
allow greater flexibility and can be used to resolve disputes that do not primarily involve intellectual property.
See generally WIPO ArbitrationRules, supranote 121.
168. IML
at 576. Article 52 defines confidential information and then discusses the procedures for a party
invoking confidentiality in which the arbitral tribunal may determine whether the information is to be classified
as confidential. Id. The WIPO Arbitration Rules contain a number of provisions relating to confidentiality in
regard to the existence of the arbitration, disclosures made during the arbitration, of the award and by the
WIPO Arbitration center and arbitrator. Id. at arts. 73-76. Ti comparable provision in the AAA International
Arbitration Rules states only that confidential information disclosed during the proceedings by the parties or
by witnesses shall not be divulged by an arbitrator or by the administrator, but it contains no procedure for
determining whether such information is truly confidential. See Article 35 of theAAA InternationalArbitration
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regardless of which arbitral institution is selected, the detailed confidentiality
provisions created by WIPO may curtail a party or business from falsely alleging
infringement for the sole purpose of usurping another party's business or trade
secrets.' 69 Thus, parties concerned about confidentiality might seek greater
protection under the WIPO Arbitration Rules.170 Moreover, the lack of specificity

in the substantive rules relating to intellectual property does not necessarily
detract from the specific commitment to a specialized arbitration procedure for
intellectual property disputes.'7 ' WIPO has made an overt
commitment to
72
specialize in the resolution of intellectual property disputes.!

The WIPO Arbitration Rules are structured in broad categories which
include: General Provisions, 173 Commencement of the Arbitration, 74 Composition
and Establishment of the Tribunal,'" Conduct of the Arbitration, 7 6 Awards and

Rules, supra note 160, at 13. The UNCrTRAL Arbitration Rules contain no confidentiality provision.
UNCITRALArbitration Rules, supranote 162.
169. See Coulson supra note 90, at 24 (stating that as with mediation, parties to an arbitration may
resolve their dispute without publicity, government intervention and can avoid detrimental publicity). Article
73 of the WIPO Arbitration Rules provides that "no information concerning the existence of an arbitration may
be unilaterally disclosed by a party to any third party unless it is required to do so by law orby a competent
regulatory body." WIPO ArbitrationRules, supranote 121, at 582.
170. See supra notes 168-69 and accompanying text (explaining that other arbitral institutions do not
as adequately protect a party's confidentiality).
171. See supra notes 140-50 and accompanying text (discussing WIPO's reasons for creating its
Arbitration Rules).
172. See supra notes 109-17 and accompanying test (elaborating on WIPOs predominant role in the
protection of inteliectual property as administrator of sixten international multilateral treaties dealing with the
legal and administrative aspects of intellectual property).
173. See Articles 1-5, WIPO Arbitration Rules, supra note 121, at 568-69. These Articles include
Abbreviated Expressions, Scope of Application of Rules, Notice, Periods of Time and Documents Required
to be Submitted to the Center. Id.
174. See Articles 6-13, WIPO Arbitration Rules, supra note 121, at 569-70. These Articles include
Request for Arbitration, Answer to the Request and Representation. Id.
175. See Articles 14-36, WIPO ArbitrationRules, supra note 121, at 570-74. These Articles include
Number of Arbitrators, Appointment of a Sole Arbitrator or Three Arbitrators, Default Appointment,
Nationality of Arbitrators, Impartiality and Independence (of Arbitrators), Challenge of Arbitrators,
Replacement of an Arbitrator, and Pleas as to the Jurisdiction of the Tribunal. Id.
176. See Articles 37-58, WIPO Arbitration Rules, supra note 121. at 574-78. These Articles include
Place and Language of Arbitration, Statement of Claim and Defense, Interim Measures of Protection Security
for Claims and Costs, Evidence, Disclosure of Trade Secrets and Other Confidential Information, Hearings,
Witnesses, Default, Closure of Proceedings and Waiver. Id.
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Other Decisions, n Fees and Costs,1'7 Confidentialit? 79 and Miscellaneous! 8 The
scope of the Arbitration Rules are discussed in Articles I through 3.181 Under
Article 1, "Arbitration Agreement" is defined as an agreement by the parties to

submit to arbitration all or certain disputes which have arisen or which may arise
between them.'8 This definition differs from those of other arbitral institutions
by allowing parties which encounter a post-contractual dispute outside the scope
of their original agreement, or parties not bound by a valid contract or other

agreement prior to the dispute, to utilize the WIPO Arbitration Rules and agree
post-dispute that the parties shall arbitrate the matter. 83 Article 2, an
incorporation clause, defines the scope of the application of the Rules and states

that where an Arbitration Agreement provides for arbitration under the WIPO
Arbitration Rules, the Rules are to be considered a part of the Arbitration
Agreement and the dispute will be resolved according to them.'8 4 Article 3 of the
WIPO Arbitration Rules states that the Rules shall govern the arbitration except
where the Rules conflict with a provision of the law applicable to the arbitration

from which the parties may not derogate."' A party to an arbitration agreement
conducted under the auspices of WIPO or another arbitral institution should be
aware that there are instances where the party or the government of the

contracting party, may claim a public policy defense claiming the arbitration
agreement unenforceable, and such defense would be legitimate and prevail under
these Arbitration Rules.'8For example, a party or nation may claim that the
177. See Articles 59-66, WIPO ArbitrationRules, supranote 121, at 578-80. These Articles include
Laws Applicable to the Substance of the Dispute, the Arbitration and the Arbitration Agreement, Form and
Notification of Awards, Time Period for Delivery of the Final Award, Settlement or other Grounds for
Termination, and Correction of the Award and Additional Award. Id.
178. See Articles 67-72, WlPOArbitrationRules,supranote 121, at 581-82. These Articles include Fees
of the Center and Arbitrators, Deposits. Award of Costs of Arbitration and Award of Costs Incurred by a Party.

Id.
179. See Articles 73-76, WIPO ArbitrationRules, supra note 121, at 582-83. These Articles include
Confidentiality of the Existence of the Arbitration, Confidentiality of Disclosures Made During the Arbitration,
Confidentiality of the Award, and Maintenance of Confidentiality by the Center and Arbitrator. rd.
180. See Article 77-78, WIPO ArbitrationRules, supra note 121, at 583. These two Articles include
Exclusion of Liability and Waiver of Defamation. Id.
181. Articles 1-3 include the General Provisions for arbitration under these Rules. WIPO Arbitration
Rules, supranote 106, at 568.
182. See Article 1 of the WIPO ArbitrationRules, supra note 121, at 568.
183. See Article I of the AAA InternationalArbitrationRules, supra note 160, at 2 (stating that when
parties have agreed in writing to arbitrate disputes under the AAA International Rules, the arbitration shall take
place in accordance with their provisions). See also UNCITRAL ArbitrationRules, supra note 162, at 702
(stating that where parties to a contract in writing have agreed that disputes shall be referred to arbitration under
the UNCITRAL Arbitration Rules, such dispute shall be settled in accordance with the Rules subject to the
parties modification in writing).
184. See Article 2, WIPO ArbitrationRules, supranote 121, at 568.
185. See Article 3, WIPOArbitrationRules, supranote 121, at 568.
186. Under the New York Convention, used by signatory nations for recognition and enforcement of
arbitral awards, exceptions to the enforcement of arbitration awards are the public policy exception and the
non-arbitrability of certain subject matters. See Kojo Yelpaala, Restraining the Unruly Horse: The Use of
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arbitral award violated a fundamental public policy of that nation and could then
reject enforcement of the award on such grounds.18 7
As mentioned above, the WIPO Arbitration Rules are not designed
exclusively to arbitrate intellectual property disputes, were heavily influenced by
the UNCMTRAL and AAA International Arbitration Rules and therefore, unsurprisingly, these rules follow the basic pattern established by the rules of other
arbitral institutions.188 Under the WIPO Arbitration Rules, in order to commence
an arbitration, the initiating party shall transmit a request for arbitration to the
center and to the party to the contract. 1 The WIPO Arbitration Rules also discuss

the appointment and number of arbitrators,' 90 default appointment in instances
where the parties fail to select their own,1 91 the nationality of arbitrators, '92
challenge of arbitrators and replacement of an arbitrator,193 and the language9
and place of arbitration. 95 Additionally, the WIPO Arbitration Rules provide the
arbitral tribunal the power to issue any provisional orders or take other interim
measures it deems necessary, including injunctions and measures t for the
conservation of goods which form part of the subject matter in dispute.1

Public Policyin Arbitration,InterstateandInternationalConflict of Laws in California,2 TRANSNAT'L LAW.
379, 460 (1989); TOOPE, supra note 155, at Ill (stating that in total there are 10 grounds for refusing to
enforce an arbitration award in the New York Convention).

187. See Yelpaala, supra note 186, at 461. Under the New York Convention, contracting nations were

given the right to determine what subject matter is arbitrable. New York Convention, supra note 16, at art.
V(2).

188. See infra notes 199-229 and accompanying text (detailing the similarities between the WIPO
Arbitration Rules and the ICC, UNCITRAL and AAA International Arbitration Rules).
189. See Articles 6, WiPOArbitrationRules, supranote 121, at 569. This provision is similar to Article
2 of the AAA International Arbitration Rules and Article 3 of the ICC Arbitration Rules. AAA International
ArbitrationRules, supra note 160, at 2; ICCArbitrationRules, supra note 161, at 398.
190. Article 14 states that the number of arbitrators shall be agreed upon by the parties, but in the
absence of agreement, shall consist of a sole arbitrator. WPOArbitrationRules, supranote 121, at 570. Article
15 states that the procedure selected by the parties for selecting the arbitrator or arbitrators shall be followed,
and when no procedure has been selected, Articles 16-20 shall be followed. Id.
191. Article 19 provides that if a party has failed to appoint an arbitrator, the Center will make the
appointment. WIPO ArbitrationRules, supranote 121, at 571.
192. Article 20 provides that an agreement of the parties concerning the nationality of the arbitrators shall
be respected and that if none can be agreed upon, the arbitrator or arbitrators shall be a national of a country
other than one of the parties involved. WIPO ArbitrationRules, supranote 121, at 572.
193. Article 24 allows a party to challenge an arbitrator where there is justifiable doubt as to the
arbitrator's impartiality or independence. WJPOArbitrationRule, supranote 121, at 572. Article 33 permits
replacement of an arbitrator pursuant to the procedures provided in Articles 15 to 19. Id.
194. Article 40 provides that the language of the arbitration shall be the language of the Arbitration
Agreement unless otherwise agreed. WIPO ArbitrationRules, supranote 121, at 574.
195. Article 39 provides that the place of arbitration shall be decided by the Center, unless otherwise
agreed by the parties. WIPO ArbitrationRules, supranote 121, at 574.
196. Article46 and 62 of the WIPOArbitrationRules, supranote 121, at 575 and 579. WIPO's interim
protective measure is more detailed than the comparable provision under the AAA International Arbitration
Rules, Article 22, and the UNCITRAL Arbitration Rules, Article 26 and 32. See AAA InternationalArbitraton
Rules, supranote 160, at 9; LNCTRALArbitrationRules, supranote 162, at 711-13.
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A party entangled in an intellectual property dispute considering arbitration,
should consider utilizing the WIPO Arbitration Rules rather than the Arbitration
Rules of another arbitral institution. t 9 Although the structure of the WIPO

Arbitration Rules do not substantially differ from the Rules of other arbitral
institutions, the availability to arbitrate a post-contractual dispute, and the
provisions make the WIEPO Arbitration Rules more
heightened19confidentiality
8
appealing.
2. American ArbitrationAssociation
The AAA maintains a powerful presence in the United States and also

administers a substantial amount of international arbitrations.19 In terms of caseload and facilities, the AAA is the largest arbitral agency in the world in terms of
caseload and facilities.3 ° The AAA caseload covers labor-management relations,
real estate valuation, insurance, construction, and international trade disputes t'
The AAA exercises less administrative control over its arbitration than does the

ICC, since it is more of a resource, as opposed to an oversight body.mHowever,
international cases comprise relatively few of the total number of arbitrations

AAA conducts, totaling about 200 in 1990." Foreign parties infrequently utilize
AAA arbitration simply because the AAA is an institution created in the United
States and not an international body?" However, AAA is equipped to handle
international arbitrations.' 5 Of particular interest to international practitioners

197. See supranotes 166-229 and accompanying text (detailing differences between arbitration under
the WIPO Arbitration Rules and the AAA, ICC, and UNCMTRAL Arbitration Rules).
198. See supranotes 168-82 and accompanying text (describing the availability of arbitration of postcontractual disputes and confidentiality provisions available under the WIPO Arbitration Rules).

199. See Hall & Newton, supranote 97, at 1; see also Graving,supranote 18, at 336 n.68 (claiming that
in 1987 the AAA handled approximately 100 international cases while during that same period the ICC
processed about 700 cases).
200. Meason &Smith, supranote 60, at 31. From 1986 to 1990 inclusive, 269,024 cases were filed with
AAA, with a record high of 60,808 noted in 1990. Id. at n.22. Commercial cases accounted for 17,533 of the
1990 total. Id. at 31 n.22.
201. Meason & Smith, supra note 60, at 31. Construction and textiles disputes generally constitute
roughly fifty percent of the commercial caseload. Id.
202. Hall & Newton, supra note 97, at 1. AAA commercial arbitration is considered relatively
economical and speedy, with a minimum of institutional involvement during and after the proceedings.
Graving, supranote 18, at 339.
203. See Meason & Smith, supranote 60, at 31 (claiming that approximately 50% of the commercial
disputes brought before AAA involve construction and textiles cases).
204. Hall & Newton, supra note 97, at 1.AAA-administered international arbitration is less common
than its national arbitration. Id In 1987, AAA handled approximately 100 international cases while during the
same period it handled more than 52000 national arbitrations, mediations, and mini-trials. Graving, supranote
18, at 336 n.658.
205. Hall & Newton, supranote 97, at 1.In 1991, the AAA adopted the International Arbitration Rules
of the AAA which resemble the UNCiTRAL Arbitration Rules but were adapted for institutional arbitration
rather than ad hoc use. James H. Carter, 7he Selection ofArbitrators,WoRLDWIDE F. oN TmE ARn. OF INTELL.
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include the supplementary procedures for international commercial arbitration
and the alternative procedures for cases it will administer under the UNCITRAL
rules.? A notable feature of AAA arbitration is that arbitrators are not required

to render a "reasoned" award; that is they need not need write an opinion explaining the reasons for their decision unless the parties' arbitral clause requires
it.?

Therefore, because the AAA is not the preferred forum of developing
countries to resolve intellectual property disputes and the AAA has no specialization in such matters, parties addressing such disputes have an incentive to
proceed under WIPO and its Arbitration Rules.20
3.

UnitedNations Commission on InternationalTrade Law

In 1976, UNCITRAL developed the UNCITRAL Arbitration or Model
Rules m to arbitrate international trade disputes between countries with different
legal, social and economic systems.21 0 The UNCITRAL Model Rules were intended to guide "ad hoc" arbitrations, 211 but they are often used to guide
administered arbitrations in agencies such as the ICC and the AAA.2 12 In such a
case where the Model Rules are used to guide an institutional arbitration, the
parties generally have stipulated in the contract that the UNCITRAL Model Rules
213
are to substitute for the particular institution's rules, such as the ICCs or AAAs.

PROP. Disp., WIPO Publication No. 728(E). 148 (1994). The AAA also has an older set of Commercial
Arbitration Rules originally designed for domestic disputes but occasionally selected for international cases.
Id
206. Graving, supranote 18, at 337. See UNCITRAL Arbitration Rules, supra note 162, at 702.
207. Id at 338. However, the AAA Arbitration Rules provide that in international cases parties can make
arrangements for a written opinion from the arbitrator explaining the reasons for the award. Article 28, AAA
Rules, supra note 160, at 11. Usually, parties in international cases often expect a
InternationalArbitration
written opinion. See Graving, supranote 18, at 338. See also Smit, supranote 150, at 228 (claiming that it is
also generally accepted that dissension opinions may be issued).
208. See supranotes 154-59 and accompanying text (stating that developing countries prefer to settle
disputes by arbitration rather than by litigation).
209. Tiefenbrun, supranote 162, at 25; see Meason & Smith, supranote 60, at 39 (explaining that the
Model Rules operate to instruct and govern arbitration procedures, but not to provide human assistance as with
the institutional arbitration forums).
210. John D Franchini, Note, InternationalArbitration under the UNCITRAL Arbitration Rules: A
ContractualProvisionforImprovement, 62 FoRD-AM L. REv. 2223 (1994). The UNCITRAL Model Rules
of Arbitration were adopted in 1976. Meason & Smith, supra note 60, at 39.
211. The Model Rules were created to instruct and supervise arbitration procedures, but not to provide
institutional assistance. Meason & Smith, supranote 60, at 39.
212. Franchini, supra note 210, at 2226-27.
213. Id. at 2227; see Graving, supra note 18, at 336 n.67 (claiming that in 1987 the ICC received only
one request for appointment of an arbitrator pursuant to the UNC1TRAL Rules). Article 1 of the UNCIfRAL
Arbitration Rules applies the UNCITRAL Rules to contracts that have referred to arbitration under its Rules.
UNCITRAL ArbitrationRules, supranote 162, at 702. Additionally, the choice of institutionally-supervised
arbitration does not necessarily dictate choice of the rules applied. Hall & Newton, supranote 97, at 1. For
example, an ICC arbitration may apply UNCrrRAL rules, while an AAA arbitration may apply ICC rules. Id.
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However, the principal disadvantage of ad hoc arbitration, as with the
UNCITRAL Model Rules, is that its effectiveness depends upon the voluntary co-

operation of the parties and their lawyers in devising and complying with
procedural rules often at a time when they are in dispute? 14 In addition, it is
relatively easy to delay an ad hoc arbitration by raising questions ofjurisdiction
or procedure.2 5
Some advantages of using the UNCITRAL Model Rules are that they provide
for three arbitrators unless the parties agree otherwise2 6 and their challenge and

removal procedures of arbitrators are the most comprehensive of the major sets,
of rules.217 However, in light of the fact that UNCITRAL provides no arbitral
institution for support and the WIPO Arbitration Rules are similar to and modeled

after the UNCIRAL Model Rules and the AAA International Arbitration Rules,
a party is well advised to use WIPO's Arbitration Rules for an intellectual
property dispute

18

4. InternationalChamberof Commerce
The ICC is the most renowned among international arbitral institutions, with

nearly sixty years and 5000 cases of experience.2t 9 The ICC, founded in 1919, is
one of the oldest international organizations formed to promote international corn-

Article 2 of the WIPO Arbitration Rules provide that where the arbitration agreement provides for arbitration
under the WIPO Arbitration Rules, the Rules shall be deemed to form part of the arbitration agreement unless
the parties have agreed otherwise. WIPOArbitratonRules, supranote 121, at 568.
214. Alyssa A. Grikscheit, Internationaland Comparative Law: The UNCITRAL Framework for
Arbitrationin ContemporaryPerspective,92 MicH. L. REV. 1989, 1993 (1994); but cf.Hall & Newton, supra
note 97, at I (claiming that ad hoc arbitrations conducted outside.the aegis of an arbitral institution can be much

less costly).
215. Id. at 1992. See also infra notes 230-43 (discussing disadvantages of ad hoc arbitration).
216. Article 5 of the UNCIrRAL Model Rules provide that there shall be three arbitrators unless the
parties agree otherwise. UNCTTRALArbitration Rules, supranote 162, at 703-4. However, the ICC,'AAA and
WIPO Arbitration Rules all provide for a sole arbitrator unless the parties agree otherwise. See ICCArbitration
Rules, supranote 161, at 395; Section 17AAA CommercialArbitrationRules, supranote 160, at 8; Article 14
WIPO ArbitrationRules, supranote 121, at 570.
217. Hall & Newton, supranote 97, at 1. Both Article 10 of the UNCITRAL Model Rules and Article
24 of the WIPO Arbitration Rules provide that an arbitrator may be challenged if a party doubts his or her
independence or impartiality. See UNCITRAL ArbitrationRules, supra note 162, at 706; WIPO Arbitration

Rules, supra note 121, at 572. However, Article 2 of the ICC Arbitration Rules and Section 12 of the AAA
Commercial Arbitration Rules provide that any challenge shall be submitted to the ICC Court of Arbitration
and AAA, respectively, and that they shall make the final decision on any challenge. ICCArbitrationRules,
supra note 161, at 400; AAA CommercialRules ofArbitration,supranote 160, at 6.
218. See infra notes 230-43 and accompanying text (comparing ad hoc and institutional arbitration and
concluding that parties are well advised to proceed under the latter).
219. Hall & Newton, supra note 97, at I. The ICC remains the preeminent international arbitral body.
See Grikscheit, supra note 214, at 1992 n.19; see also Graving, supra note 18, at 330 (stating that other
institutions fall behind in terms of caseload and new requests for arbitration).
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merce" Located in Paris, the ICC is an offshoot of the U.S. Chamber of Commerce and is based upon the same organizational structure. 2 '

The ICCs arbitral processes govern the ICC Court of Arbitration.m The
ICC's Court of Arbitration is not a tribunal, but rather an administrative overseer,
which monitors the arbitrations in progress and intervenes only to resolve
problems? The Court of Arbitration's functions include reviewing requests for
arbitration, approving 'Terms of Reference ' '" which the arbitrator and the parties
prepare, monitoring the proceeding, and scrutinizing the award.?1 One disadvantage of arbitration under the ICC is that its administrative fees are generally
regarded as the highest of the major institutions.22 Additionally, the ICC has
evolved into the dominant general purpose institution, as opposed to a singletrade associations, in the field of international commercial arbitration and
therefore is not the best forum to address intellectual property disputes.
One distinguishing feature of the ICC is that it balances party autonomy with
professional supervision of proceedings.m As with other arbitral institutions, the

parties are free to agree on their own law, to designate the members of their own
arbitral tribunal and to determine the place of arbitration; however, unique to an
ICC arbitration are the Terms of Reference and the scrutiny of the draft award. 229

220. Meason & Smith, supranote 60, at 33; see Graving, supranote 18, at 331 (proclaiming that the
impulse forthe ICC creation in 1919, a non-governmental organization of businessmen, came from the French
Minister of Commerce, Etienne Clementel).
221. The ICC consists of internationally oriented enterprises and their national organizations. Meason
& Smith, supranote 60, at 34. There are member organizations in over 100 countries. Id. The purpose of the
ICC is to encourage favorable actions by international organizations and governments, as well as inform the
public. Id In 1923, the ICC Court of Arbitration was founded, adopting a structure designed by Owen D.
Young of the U.S. Chamber of Commerce. See Graving, supra note 18, at 331.
222. Meason & Smith, supra note 60, at 34. The Court, which meets in plenary session once a month
and in three-member administrative committee twice a month, oversees the work of the arbitrators, who are
appointed on a case-by-case basis. Graving, supra note 18, at 332.
223. Hall & Newton, supra note 97, at 1. The Court is not a "court" in the usual sense as it supervises
arbitration rather than conducts it. Graving, supranote 18, at 332.
224. Meason & Smith, supra note 60, at 34. The Terms of Reference define the contested issues and
settle procedural details. Id. at n.45.
225. hd at 34. Under the ICC Rules of Conciliation and Arbitration, the parties are free to agree on their
own law, to designate the members of their own arbitral tribunal, and to determine the place of arbitration.
Graving, supranote 18, at 332. Ifthe parties fail to do so, the Court of Arbitration or the arbitrator, depending
on the precise issue, steps in to supply the missing element. Id.
226. Ball, supranote 20. at 35. Also, the amount of the arbitrator's fees is also influenced by the choice
of arbitral institution. Id.Again, the fees in ICC arbitrations, which are set by the ICC Court of Arbitration on
a graduated scale based on the amount in dispute, can be relatively high in some cases. Id.
227. See Meason & Smith, supranote 60, at 34 (explaining that ICCs preeminence is manifest whether
one refers to the volume of eases or to the magnitude of amounts in dispute).
228. Graving, supra note 18, at 332.
229. Id.at 332. The advantages of the Terms of Reference requirement are that the issues are clearly
defined in a single document and that preparation of the document serves as a pre-arbitration conference which
can narrow the issues to be resolved. AL at 332-33. While, scrutiny of the arbitrator's draft award by the Court
of Arbitration covers both form and substance and is claimed to provide quality control. Id. at 333.
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5. Ad hoc versus InstitutionalArbitration
WIPO, ICC and the AAA offer institutional arbitration,20 rather than ad hoc
arbitration as under UNCITRAL.3 Commentators usually prefer institutional
arbitration under most circumstances?32 0f equal importance to overall effectiveness of international commercial arbitration has been the role of arbitral institutions in providing efficient and impartial administrative services in the processing of cases filed for arbitration by disputing parties?3 3 At the initial stages,
arbitral institutions can usefully guide the parties in the drafting of their
arbitration agreements and throughout the arbitration the parties have the support
of an administrative and supervisory infrastructure.3 Ad hoc arbitration requires
considerably more skill to structure?3 5 For example, if one of the parties is
recalcitrant at the outset, no arbitral tribunal exists and no set rules cover the
situation except the provisions of applicable law?3 6 Even adhoc arbitrations in
the international context typically require the application of institutionally-promulgated rules of procedure.37 Therefore, a party would be well advised to
pursue arbitration under an organization such as WIPO that specializes in intellectual property matters.3 8
Arbitration rules developed by public international bodies such as
UNCITRAL and the International Convention on Settlement of Investment
Disputes ("ICSID"), and those adopted by private arbitral organizations, furnish
guidance and reduce the need for costly and time-consuming research. 39 The

230. "Ad hoc" arbitration is non-institutional arbitration with all
procedural matters chosen by the parties
in their agreement to arbitrate. Franchini, supra note 210, at 2227 n.41. '"nstitutional" arbitration is arbitration
conducted under the direction of a permanent or impartial agency, such as the ICC, the AAA, or WIPO.Id.
231. Grikscheit, supra note 214. at 1990 n.8. Literally hundreds of institutions throughout the world
provide services to appoint arbitrators and to administer arbitral proceedings. Graving, supra note 18, at 328.
232. Grikscheit,supranote 214, at 1990 n.8; but cf. Meason & Smith, supranote 60, at29 (stating that

developing countries have accepted the current concept of institutional arbitration as the weaker partners in
the trading arena and as dictated by western nations). When one of the parties is from a developing country,
the jurisdiction of institutional arbitration forums in the developed countries is increasingly rejected for
political, ideological, and psychological reasons. Id. at 29-30.
233. See Hoellering II, supranote 78, at 203 (explaining that an established and well-organized arbitral

institution can ensure the smooth progress of an international commercial arbitration, even if the parties or their
legal advisors have little or no practical experience in the field).

234. See Mare Blessing, DraftingArbitrationClauses,WORLDWIDE F. oNuE ARB. OF INTEL PRoP.
Dism., WIPO Publication No. 728(E), 102 (1994) [hereinafter DraftingArbitration Clauses];Hollering I,
supranote 78, at 204.
235. Graving, supra note 18, at 368 (stating that ad hoc arbitration functions best in the hands of
specialists and then only when the proceedings have already begun).
236. Id.; see Grikscheit, supranote 214, at 1992.
237. Hall &Newton, supranote 97, at 1.
238. See supra notes 166-98 and accompanying text (describing benefits of arbitrating intellectual
property disputes under the WIPO Arbitration Rules).
239. DeVries, supranote 1, at 53.
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rules generally provide model arbitration clauses. 40 For example, despite the
existence of an arbitration agreement, disagreements often arise over whether the

particular controversy falls within the scope of the arbitration agreement, whether
a party has complied with conditions precedents, or whether other procedural prerequisites to arbitration have been satisfied.2 4t In such situations, a significant
advantage of arbitration under institutional rules is that the assertion of a

nonarbitrability claim will not impede the progress of the arbitration.24
Additionally, ad hoc proceedings may be considerably more expensive than
2 43
institutional arbitration.
Various sets of institutional procedural rules differ in several respects,

including: governing or substantive law (under the ICC and UNCITRAL rules,
the arbitrator or tribunal determines the rules of conflict which, in turn, determine
applicable law; while under the WIPO rules, the arbitrator shall decide the

appropriate law without reference to the rules of conffict); 2 4 location of forum (in
absence of agreement among the parties, designated by the AAA under the AAA

rules or the WIPO Center under WIPO rules, or by the arbitrator under
UNCITRAL rules);245 appointment and number of arbitrators, 4'6 provisional
remedies (parties may resort to national courts for interim relief under WIPO, the
ICC and UNCITRAL rules); 247 language (under WIPO rules, the language used
should be that of the Arbitration Agreement; while under UNCITRAL and the

240. Id. at 54. See also WIPO Arbitration Rules, supra note 121, at 89-90 (detailing recommended
contract clauses and submission agreements for future and existing disputes).
241. Hoellering 1, supra note 14, at 26. While U.S. law requires that a court decide substantive
arbitrability issues when raised in a judicial proceeding, it leaves undisturbed the authority of arbitrators to
determine all types of arbitrability issues, substantive and procedural, when presented to them. Id.
242. lit When a threshold arbitrability issue is raised by one party to the arbitration, if the institution
finds a primafacieexistence of an agreement to arbitrate, it will proceed with the administration of the case
unless the parties agree otherwise or the arbitration is stayed by a court. Id.
243. Graving, supranote 18, at 368. A leading Paris-based authority has opined that ad hoc proceedings
arranged outside institutional framework generally turn out to be frighteningly expensive. Id.
244. Hall & Newton, supra note 97, at 1. Under Article 59 of the WIPO Arbitration Rules, the arbitral
tribunal shall decide the substance of the dispute in accordance with the law or rules of law chosen by the
parties. WIPO ArbitrationRules, supranote 121, at 578. Any designation of the law of a given nation shall
be construed, unless otherwise expressed, as directly referring to the substantive law of that nation and not to
its conflict of laws rules. Id Falling a choice by the parties, the tribunal shall apply the law or rules of law that
it determines to be appropriate. Id.
245. Hall & Newton, supra note 97, at I. Under Article 39 of the WIPO Arbitration Rules, unless
otherwise agreed by the parties, the place of arbitration shall be decided by WIPO, taking into consideration
any observations of the parties and the circumstances of the arbitration. WIPO Arbitration Rules, supranote
121, at 574.
246. Id. at I.
247. Id. at I. Under Article 46 of the WIPO Arbitration Rules, at the request of a party, the tribunal may
issue any provisional orders or take other interim measures it deems necessary, including injunctions and
measures for the conservation of goods which form part of the subject matter in dispute. WIPO Arbitration
Rules, supra note 121, at 575. Additionally, a request by a party to a judicial authority for interim measures
shall not be deemed incompatible with the arbitration agreement, or deemed to be a waiver of that agreement.
Id. at 575-76.
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ICC rules, the arbitrator has discretion to decide which language to use);24 8 and
costs (shared under the AAA rules, assigned by the arbitrator under the ICC and
WIPO rules, and borne by the losing party under the UNCLTRAL rules).4 From

the above, a party can see that there are differences in arbitral institutions and
arbitral rules.? A party considering arbitration of an intellectual property dispute
is well advised before selecting an arbitral institution or arbitral rules to research
the nuances in each to ensure that the arbitration performs smoothly, is tailored
to the needs of each party and that unpleasant surprises do not occur?5

C. Concerns ofArbitrationandAdvantages Using WIPOs ArbitrationRules
1. PotentialArbitrabilityIssues
At present, the ability to arbitrate intellectual property disputes still varies

from country to country.

2

As arbitrability issues are complex and not the focus

of this comment, the following is only a brief discussion of international

arbitration with a foreign nation5 3 A private party contemplating arbitration with
a foreign nation or instrumentality, as opposed to two private parties, should be
aware that arbitrability issues may arise that would not occur if both parties were

private?54 A preliminary question involves the nation's capacity to agree to
arbitration?5 5 The capacity of the contractual party should be checked against
local restrictions, specifically restrictions imposed on state-controlled entities, as

248. Hall & Newton, supranote 97, at 1.Article 40 of the WIPO Arbitration Rules provides that unless
otherwise agreed by the parties, the language of the arbitration shall be the language of the arbitration
agreement, subject to the power ofthe arbitral tribunal to determine otherwise. WIPOArbitrationRules, supra
note 121, at 574.
249. Hall & Newton, supranote 97, at 1.Article 71 of the WIPO Arbitration Rules provides that the
arbitral tribunal shall fix the costs of arbitration which consist of the arbitrators' fees, travel, communication
and other expenses of the arbitrators, the costs of expert advice and such other assistance and such other
expenses as are necessary for the conduct of the arbitration proceedings. WiPOArbitrationRules, supra note
121, at 582.
250. See Tiefenbrun, supranote 162, at 25 (detailing the differences in the arbitral rules of UNCITRAL,
ICC and AAA); WIPO ArbitrationRules, supranote 121, at 559.
251. See supranotes 166-229 and accompanying text (discussing differences in arbitral institutions and
their rules).
252. Institution'sRole in ArbitrationProcess,supranote 178, at 207.
253. See Blessing, supranote 67, at 79 (discussing trade disputes between private parties, or between
private parties and states); see also Sornarajah, supra note 157, at 47 (stating that entry of a nation into an
arbitration, either by itself or through its trading entity, creates many complications).
254. See DeVries, supra note 1, at 58 (emphasizing that arbitration involving a foreign nation or
instrumentality as a party raises special problems); see also DraftingArbitrationClauses,supra note 234, at
109-10 (explaining that a party should check local restrictions imposed on state-controlled entities to ensure
that the party has the capacity to arbitrate a dispute).
255. Id. This question depends on the law of the nation concerned and the forum before which the nation
is sued as well as the international conventions to which that nation may have adhered. Id.

The TransnationalLawyer/Vol. 9
they may apply." Frequently, it may be prudent to require a specific warranty or
confirmation from the government of the state involved that the party has the
capacity and authority to enter into an arbitration clause and to validly and
bindingly submit to future disputes to arbitration." 7
2. Lex Mercatoriaand Amiable Composition

Lex mercatoria"e is a combination of international rules of commerce" state
law that may apply,' ° trade usages in each branch of commerce, and general
principles of law." 1 Lex mercatoria and amiable composition can be distinguished: an amiable compositeur need not apply the law as it stands, while an
arbitrator applying lex mercatoria must determine the principles of equity that

exist and whether these principles may be applied to the dispute at issue. 2, 2 Lex
256. DraftingArbitrationClauses, supranote 234, at 109; see Arbitrationof IP Disputes, supra note
88, at 201 (stating that there is no alternative when considering issues of public policy but to look carefully at
the rles of eachjurisdiction where they have been expressed).
257. DraftingArbitrationClauses,supranote 234, at 110.
258. Lex mercatoria can be defined as a body of principles that parties may choose to govern
international commercial relations. TOOPF, supra note 155, at 91. Amiable composition is a term of varied and
imprecise meaning, used in legal systems to refer to the power of the arbitrators to decide a dispute without
reference to any fixed system of law. See William W. Park, Control Mechanisms in the Development of a
ModernLex Mercatoria,in LEX MERCcAteRiA AND ARDMATION 109, 111 n.2 (Thomas E. Carbonneau ed.,
Transnational Juris Publications, Inc., 1990). The actual meaning oflexmercatoriaand amiable composition
is contested both in practice and in scholarship. Weinberg, supra note 71, at227 n.l. However, what is clear
is that each system involves resort to principles not necessarily defined within any one nation's statutory law,
thus requiring the arbitrator to search outside the law ordinarily applicable to the dispute in order to resolve
the matter. Id. Some commentators see the difference as one between a particular arbitrator's sense of equity
(amiable composition) and the application of rules of law which are nonetheless not tied to any one national
legal system (ler mercatoda). Id In addition, an arbitrator would not need the powers of amiable composition
in order to apply the rules oflex mercatorla,although a clause permitting amiable composition might be seen
as implying reference to lexmercatoria.Id.
259. The uniform laws of international trade are to be found in multilateral conventions and model laws
which are adopted by nations. Okezie Chukwumerije, Applicable Substantive law in InternationalCommercial
Arbitration,23 ANGLO-AM. L. REV. 265,274 (1994). These laws, elaborated by jurists from different parts
of the world, are said to represent a consensus or compromise on the legal principles governing certain aspects
of international trade. I
260. See supra note 160 and accompanying text (defining "state" in the international context).
261. TOOPE, supra note 155, at 91. Lex Mercatoriahas been conceived and promoted in the context of
purely private disputes. id. at 93. Lex mercatoria can have little application to state contracts because the
assumptions upon which it is based; states should not be presumed to intend to apply any law but their own.
Id. at 94. The general principles of law include principles of good faith, pactasunt servanda and estoppel.
Chukwumerije, supranote 259, at 273. Pactasun: servandais the doctrine that contracts should be enforced
according to their terms. Weinberg, supra note 71, at 227.
262. Weinberg, supra note 71, at 227. For example, assume that a rule under a Convention provides that
the buyer in a transaction loses the right to rely on a lack of conformity of the goods at issue if he does not give
notice to the seller within a reasonable time, but not to exceed two years from completion of the transaction:
an amiable compositeur might decide that if the defect were not discovered until three years after delivery, that
it would be unfair to deprive the buyer of his right to a claim against the seller, whereas an arbitrator deciding
according to lax mercatoria,i.e., according to law, could not permit the claim if it were brought more than two
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mercatoria has been called "anational," consisting of normative values not
derived from any national system.2 3 Lex mercatoriaand resorting to trade usages
are commonly employed as a supplement to a system (usually national) of law.2
Parties seeking flexibility in arbitration are well advised to conduct arbitration by

lex mercatoria or amiable composition, although the true extent of flexibility
depends on the jurisdiction involved.o However, opponents of lex mercatoria
claim that it may allow the arbitrator to substitute his or her own will for otherwise applicable legal principles.

In an area as specialized as intellectual property, in which arbitrators possessing the technical skills and expertise to understand the complex issues which
arise are needed, arguably the parties should allow the arbitral tribunal to utilize
lax mercatoriaand amiable composition to determine ajust and equitable solution
to the dispute at issue.' This flexibility is provided under the WIPO Arbitration
Rules, in which the arbitrators are permitted, failing a choice by the parties, to

apply the law or rules that it determines to be appropriate, while simultaneously
noting the terms of a relevant contract and accounting for applicable trade

usages.W Similarly, the WIPO, UNCITRAL or ICC rules permit the arbitral
tribunal to act as amiable compositeur, but only with the express authorization of
the parties to the tribunal.2 9

years after delivery, even if the arbitrator thought it would be fairer to do so. Andreas F. Lowenfeld, Lex
Mercatoria:An Arbitrator'sView, in LEX MERCAORA AND ARBrrRATION 37,47 (Thomas E. Carbonneau
ed., Transnational Juris Publications, Inc., 1990).
263. TOOp, supra note 155, at 91.
264. M,4
at 91. A "national" system of law consists of normative values derived from a nation or state in
which a party resides. Id.
265. Weinberg, supra note 71, at 227; but cf.Chukwumerije, supra note 259, at 280 (stating that if
parties are seeking detenninacy and certainty in their contractual relations they are better advised to select
national law rather than lex mercatoriato govern their dispute).
266. See Chukwumerije, supra note 259, at 279 (claiming that the imprecision and high level of
abstraction of the lox mercatoria make its application perilously close to a crap shoot).
267. See supran6tes 102-03 and accompanying text (explaining that arbitration of intellectual property
disputes is best performed by arbitrators with specialized knowledge of the subject matter).
268. Under Article 59, failing a choice by the parties, the arbitral tribunal shall apply the law or rules of
law that it determines to be appropriate. WIPO ArbitrationRules, supra note 121, at 579. In all cases the
arbitral tribunal shall decide having due regard to the terms of any relevant contract and taking into account
applicable trade usages. Id.
269. Teifenbrun, supra note 162, at 36. Under Article 59, the arbitral tribunal may decide as amiable
compositeur or ex aequo et bono only if the parties have expressly authorized it to do so. WIPO Arbitration
Rules,supra note 121, at 578.
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IV. CONCLUSION

WIPO is concededly the preeminent forum for expertise in intellectual
property mattersY70 The United States and other developed nations have looked
to GATT and TRIPS over the past decade in light of WIPOs perceived
ineffectiveness in resolving such disputes.2 71 However, the advantages of
arbitration of intellectual property disputes and WIPOs new Arbitration Rules will
change this perception.27 2 If developed nations, which hold developing nations
primarily responsible for the existing piracy problems, truly desire to resolve
intellectual property disputes, then both developed and developing nations must
agree on the appropriate forum to do such.2 73 In light of thb fact that developing
nations are more willing to address intellectual property disputes under the
auspices of WIPO as opposed to GATT, WIPOs Arbitration Rules arguably
provide the best forum to amicably, yet conclusively resolve these long-standing,
complex, international disputes.27 4
CamilleA. Laturno

270. See Lackert, supranote 6, at 168; see also supra notes 109-17 and accompanying text (describing
WIPOs expertise in intellectual property and its role in administering multilateral treaties on intellectual

property).
271. See supra notes 35-66 and accompanying text (explaining frustration of developed nations with
intellectual piracy problems which led them to seek alternatives to WIPO).
272. See supranotes 125-39 and accompanying text (detailing the role of GATI and TRIPS in resolving
intellectual property disputes).

273. See supranotes 51-55 and accompanying text (explaining which developing nations and what types
of intellectual property are consistently pirated).
274. See supranotes 136-37 and accompanying text (discussing reasons why developing nations prefer
to address intellectual property disputes under the auspices of WIPO).

